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I. INTRODUCTION AND SUMMARY  

Pursuant to Ninth Cir. R. 35-1 and 40-1, Plaintiff-Appellant Anthony 

Johnson (“Johnson”) respectfully petitions this Court for a panel rehearing and for 

rehearing en banc (“Petition”) following its disposition of this appeal on December 

19, 2017 affirming Appellee Storix, Inc. (“Storix”) as owner of all copyrights to 

software authored by Johnson. 

A panel rehearing or rehearing en banc is necessary because this Court’s 

decision1 (1) overlooks or misapprehends material points of fact and law, (2) based 

its decision on facts or issues not raised by the parties, (3) did not address or 

resolve substantive legal issues the parties raised and argued in the briefs, (4) 

resolved new theories of copyright law contrary to the purpose of the Copyright 

Act, and (5) involves questions of exceptional importance. The opinion of the 

panel also directly conflicts with existing opinions of the Supreme Court and other 

courts of appeal which substantially affect rules of national application in which 

there is an overriding need for uniformity.  

This Petition requests review of numerous issues, most resulting in decisions 

made for the first time that contradict well-established case law, particularly as 

they have been misapplied to unrelated issues and circumstances of this case. 

These decisions, when similarly applied to more relevant circumstances, would 

                                                 
1 A copy of the Memorandum is attached as Exhibit A, cited as Johnson v. 

STORIX, INC., No. 16-55439 (9th Cir. Dec. 19, 2017). 
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adversely affect the 1976 Copyright Act’s well-established goal of providing 

certainty of copyright ownership. As numerous commentators have already 

recognized, as a result of this decision, copyright transfers may now be 

accomplished by third-party claims of oral agreements, without using the word 

“copyright”, and even without the author’s knowledge.  See infra at 15.  

The panel was misled by numerous inapt case citations by Storix, ruling that 

a single sentence in the Storix 2003 Annual Report (“Annual Report”) confirmed a 

prior oral agreement. Mem. at 3, 5. However, at no stage of this litigation has 

Storix ever claimed the existence of an oral agreement. This was no accident. Had 

they done so, Johnson would have pointed out the clear and decisive case law 

prohibiting an alleged infringer from disputing the existence or terms of an 

agreement that it was not a party to, particularly when there is no dispute between 

the actual parties at the time of the alleged agreement.   

Johnson also requests the panel rule on two issues raised in the briefs that 

were not addressed in the Memorandum. First, the panel ruled that the jury was 

properly instructed to consider extrinsic evidence, but did not address the question 

of whether the effect and import of the evidence provided satisfied § 204(a). See 

AB at 4. Secondly, Johnson appeals the jury decision that Johnson was a “work for 

hire”, even as the sole owner of Storix, a decision with significant impact above 

and beyond the decision of copyright transfer. See AB at 17, 35. 
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II. BACKGROUND 2 

In 2003, Johnson incorporated Appellee Storix, Inc. for the purpose of 

selling the software he previously copyrighted and sold as a sole proprietor (d.b.a 

“Storix Software”). In 2011, Johnson gifted 60% share of Storix to four long-term 

employees after receiving a terminal cancer diagnosis. Johnson’s copyright 

ownership was never questioned until after his unexpected recovery two year later. 

Storix’s new majority owners then claimed that Johnson transferred his personal 

copyrights to the company based on a single sentence Johnson wrote in Storix’s 

first “Annual Report” eleven (11) years earlier: “All assets from Storix Software 

were transferred to Storix Inc., as of its incorporation as of February 24, 2003.”  

Storix never made an effort to change to the copyright registration, never 

provided Johnson any consideration for his copyright, or ever recorded the 

copyright as an asset. Yet, Storix claims the Annual Report proves Johnson 

transferred ownership of his 15 years of work to Storix because ‘all assets’ must 

include the copyright.  Until this copyright lawsuit arose, neither party disputed 

that Johnson had granted Storix an implied license to sell the software.   

In December 2015, a jury in the district court was instructed that a transfer is 

accomplished “so long as the [Annual Report] reflects a transfer of assets broad 

                                                 
2 Facts pertinent to this petition are summarized here, but more details and 

references to the record are in the Background section of the Reply Brief. 
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enough to include a copyright” and that the meaning of “all assets” may be 

interpreted by Johnson’s course of conduct.  

III. PRIMARY ISSUES TO BE REVIEWED  

Johnson is not asking to “reargue the case”, but asks the panel to reconsider 

many of the same issues and arguments raised in the briefs in view of the unique 

facts and circumstances of this case, which are distinctly different than those of 

every case cited and relied on throughout this litigation.  Johnson further requests 

the panel reconsider whether the writing requirements of §204(a) were satisfied in 

lieu of decisions made by the panel based on arguments not raised in the briefs.  

1. Can a transfer of copyrights be accomplished by interpreting an 

ambiguous term (phrase) in a “note or memorandum of transfer” using 

extrinsic evidence, even when such evidence makes no reference to an 

agreement, a transfer, or even a copyright?  

2. If extrinsic evidence may be used to interpret ambiguous wording in 

an Annual Report, did Storix proffer relevant and admissible evidence 

to prove that Johnson transferred all rights to his personally 

copyrighted works to Storix upon its formation? 

3. Can individuals who had no interest or involvement in an alleged 

“oral agreement” claim its existence and define its terms when both 

parties at the time of the alleged agreement claim otherwise?   
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4. Can a prior sole owner and officer of a corporation be labeled a “work 

for hire” by new owners in order to claim ownership of his works?  

IV. ARGUMENTS 

A. The Panel Reached Incorrect Conclusions by Overlooking and 
Misapprehending Relevant Facts and Law  

Every case cited in the briefs and the Memorandum involves a written 

agreement providing for the sale of company assets to an unrelated third party. 

Johnson was an individual copyright owner who simply formed Storix for the 

purpose of selling his software. This case involves no written agreement, no sale of 

any assets, and no unrelated party. None of these extremely relevant facts are 

reflected in the district court’s denial of summary judgment, the jury instructions, 

denial of new trial, or in this circuit court decision.   

1. The district court’s decision to deny summary judgment and new trial 
was based on case law unrelated to the circumstances of this case.  

The panel affirmed, “The Annual Report qualified as a ‘note or 

memorandum’ that was signed by Johnson and memorialized a transfer of assets” 

(Mem. at 4), and “Johnson’s assertion that the term ‘all assets’ did not include the 

copyright” was a proper basis for denial of summary judgment. Mem. at 5.  

There is no precedent for words as broad as “all assets” satisfying the 

writing requirement of §204(a). Storix cited only a single case referring to “all 

assets” in relation to a copyright transfer, ITOFCA, Inc. v. MegaTrans Logistics, 

Inc., 322 F.3d (7th Cir. 2003). In ITOFCA, the words “all assets” appeared in a 
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written contract involving the sale of one of its divisions to an unrelated party 

(which included all assets except specific exclusions).  IOTFCA cannot be likened 

to Johnson forming his new solely-owned corporation, which involved no sale, no 

unrelated party and no contract or agreement.  

Storix relied entirely on ITOFCA when claiming that “all assets” clearly 

includes Johnson’s personal copyright ownership. Echoing Storix’s assertion, the 

district court cited ITOFCA in its conclusion that “the term ‘all assets’ is broad 

enough to include the copyright to that software”. [AR II:41,91.] As the 

Memorandum states, a writing under §204(a) does not have to be a “Magna Carta” 

or contain “magic words”, nor does it impose a “heightened burden of clarity or 

particularity” (See Mem. at 3), but makes no reference to the substantial and 

consistent requirement in every case cited that a writing must nevertheless be clear.  

“Johnson himself admitted to writing and signing the Annual Report that 

memorialized a transfer of at least some assets to his own wholly-owned 

company.” Mem. at 4 (bold added.) The panel stopped short of contradicting the 

district court’s ruling that “[W]hen Plaintiff Johnson said he was transferring ‘all 

assets,’ he meant ‘all assets,’ including the copyright” [AR I:12; AR 

II:42,54,91,92.]  Johnson clearly didn’t intend “all assets” to mean all of his 

personal assets. The Annual Report does satisfy the §204(a) requirement that a 

writing be clear, nor has any other case involving such vague wording. 
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2. There is no precedent for a jury interpreting a note or memorandum 
of transfer using extrinsic evidence. 

Only in cases involving a contract or agreement has ambiguous language 

been subject to interpretation using extrinsic evidence. In this case, the words “all 

assets” are ambiguous, but do not appear in a contract or agreement. The panel 

cites “Cachil Dehe Band of Wintun Indians of Colusa Indian Cmty. v. California, 

618 F.3d 1066, 1077 (9th Cir. 2010)  (Where there is extrinsic evidence supporting 

competing interpretations of ambiguous contract language…); see Welles v. Turner 

Entm’t Co., 503 F.3d 728, 737 (9th Cir. 2007) (…‘because the contract’s 

interpretation may turn on the credibility of extrinsic evidence.’)” Mem. at 6.   

Cachil involved interpretation of a contract limiting the use of licenses and 

Welles involved interpretation of a contract involving the right to distribute a home 

video adaptation of a screenplay.  The panel misapprehends these cases when 

confusing a term (phrase) with the terms of a contract. Johnson’s case involves no 

contract or agreement, and there is no precedent for interpreting a memorandum of 

transfer using extrinsic evidence.  

3. There is no precedent to interpreting a writing using extrinsic evidence 
which makes no reference to a contract or agreement. 

The panel cites Radio Television Espanola S.A. v. New World Entm’t, Ltd., 

183 F.3d 922, 927 (9th Cir. 1999), in saying “The writing does not require any 

“magic words … Rather, the parties’ intent as evidenced by the writing must 
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demonstrate a transfer of the copyright.” Mem. at 3.  Radio ruled that the document 

proffered did not satisfy the writing requirements of the Copyright Act: 

“The Garcia fax does not satisfy § 204(a). … Surely, the fax references a 
deal, but it does not specify anything about that deal or whether that deal 
is for an exclusive license for the program or for other broadcast rights. 
A mere reference to a deal without any information about the deal itself 
fails to satisfy the simple requirements of § 204(a). … Without more, the 
comment in the Garcia fax is merely a part of negotiations rather than an 
‘instrument of conveyance’ or ‘memorandum of the transfer.’” Id at 927.  

In Radio, the circuit court reviewed extrinsic evidence to interpret the intent 

of the deal, but still failed to find a writing that satisfied § 204(a). “[A]s with the 

Garcia fax, there is no mention of a grant of an exclusive license; Those two 

documents, although more detailed than the two documents relied on by Television 

Espanola individually, do not transform the other insufficient documents into 

writings that satisfy § 204(a).” Id. at 928. 

The panel has misapprehended the facts of this case, allowing Storix to use 

extrinsic evidence to transform a document not even intended as a “memorandum 

of transfer” into a writing which satisfies § 204(a). Neither the Annual Report nor 

any extrinsic evidence proffered by Storix makes reference to a deal, whether 

“assets” being transferred also included intangible property, or whether transferred 

a license (exclusive or non-exclusive) or ownership.  
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4. There is no precedent for interpreting a memorandum of transfer 
using contract interpretation principles. 

Storix provided extrinsic evidence, not to show the existence of a transfer 

agreement or to define the terms of an agreement, but to show that Johnson’s 

course of conduct implies that there must have been an agreement. Neither the 

district court nor the panel considered the fact that Johnson’s course of conduct 

was influenced by the fact that Johnson created and owned both the copyright and 

Storix. There was no reason for Johnson to treat Storix, Inc. any differently than he 

did Storix Software (his sole proprietorship).  Johnson was the sole owner of both, 

and saw no reason not to continue operating as if Storix owned the copyright, pay 

himself a license fee, or notify anyone of these facts.  

Johnson simply never expected his former employees, each given an average 

of 15% interest in his company, would use their new collective controlling interest 

to claim ownership his software (and force him into this litigation when he 

resisted). Had Johnson known better, he would have created a written license 

agreement before gifting those shares of his company. But no such writing was 

required given the Federal copyright certificate bore Johnson’s name, and Johnson 

never disputed granting Storix an implied license to sell the software.  

Nevertheless, course of conduct is a contract interpretation principle never 

before applied to a copyright transfer involving no written contract or agreement. 
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5. The panel accepted Storix’s dispute over an alleged agreement between 
Johnson and Storix even though there is no dispute between the parties 
involved at the time of the alleged transaction.  

In dismissing Johnson’s argument that the Annual Report was not signed in 

his capacity as copyright owner, the panel did not differentiate between Johnson in 

his roles as the copyright owner and president of Storix. “That concern is virtually 

absent when Johnson himself admitted to writing and signing the Annual Report 

that memorialized a transfer of at least some assets to his own wholly-owned 

company.” Mem. at 4. Conversely, the panel failed to recognize that Johnson was 

both parties to the alleged agreement. In Magnuson v. Video Yesteryear, 85 F.3d 

(9th Cir. 1996), the circuit court concluded that there was no one to challenge the 

“Memorandum of Assignment” which Magnuson wrote to confirm his prior oral 

agreement because, “[T]he conveyance is between John Magnuson as CEO of 

Columbus, and John Magnuson as owner of John Magnuson Associates.” Id at 

1429.  

“[Konigsberg] is distinguishable from this case. There, the alleged 
transfer was between the author and another party, where the author and 
the other party disputed whether the transfer had occurred and the terms 
on which it occurred, if it did. … Here, there is no dispute between the 
transferor and the transferee concerning whether the transfer actually 
occurred, or the terms on which it occurred.”  [Id at Fn1.] 
 
The panel incorporated a new citation to Barefoot Architect, Inc. v. Bunge, 

632 F.3d 828 (3d Cir. 2011) in its decision, stating “Unlike the writing in 

Konigsberg, the Annual Report provided a ‘reference point’ to the exact date of the 
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transfer.” Mem. at 5. However, Barefoot deemed the reference point of the date of 

a transfer irrelevant because there was no dispute between the parties involved at 

the time of the transaction: 

 “[I]n Magnuson there was no need for a ‘reference point’ to resolve 
any dispute, because no dispute existed: no one involved in the 
putative transfer contended that it had not occurred. … Because there 
was no dispute between the original copyright holder and the putative 
transferee, the court thought that "it would be unusual and 
unwarranted to permit a third-party infringer to invoke section 204(a) 
to avoid suit for copyright infringement.” [Id at 829.] 
 

6. In overlooking the facts of the case, the panel incorrectly assumed 
Storix needed ownership of the copyright to continue doing business. 

This panel incorrectly assumes that copyright ownership was required for 

Storix to do business. “Johnson conceded that a transfer of some assets did occur, 

including computers, desks, supplies, and ‘whatever was necessary to continue 

doing business as Storix, the same thing that I was doing as Storix Software’.” 

Memo at 4. (quoting Johnson.)  The district court acknowledged, “The primary 

purpose of both the sole proprietorship and the corporation was to sell SBAdmin 

software.” [AR II:41,91.]  The only “asset” required for Storix to continue selling 

the software was a copyright license, and Johnson has never disputed his having 

granted Storix that license.  

B. The Panel Based Its Decision on the Assumption of an Oral Agreement 
that Was Not a Fact or Issue Raised in the Briefs 

The panel resolved for the first time that the stray words “transferred all 

assets” in the Annual Report memorialized a “prior oral assignment”. Storix never 
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claimed the existence of a prior oral agreement, and Johnson was therefore never 

afforded the opportunity to argue the issue. The district court always considered 

the Annual Report a document which itself satisfied the transfer requirements of 

the Copyright Act. “This writing, if accorded its plain meaning, satisfies 17 U.S.C. 

§ 204.” [AR II:42,92 (italic added).]  “[W]hen Plaintiff Johnson said he was 

transferring ‘all assets,’ he meant ‘all assets,’ including the copyright.” [AR I:12; 

AR II:42,54,91,92.] 

Neither the Annual Report nor any evidence proffered by Storix makes 

reference to an agreement, oral or otherwise. Even so, this assumption defeats 

Storix’s claim of ownership because any agreement could only have been between 

Johnson and himself, and both parties have repeatedly stated, and do not dispute, 

that there was never an agreement to transfer the copyright. See A(5) above.   

There is no precedent in which an oral agreement was confirmed later using 

a writing which itself had to be interpreted, or where extrinsic evidence was used to 

interpret the terms of an oral agreement that didn’t even refer to the agreement.  

C. The Panel Did Not Address or Resolve Substantive Legal Issues 
the Parties Raised and Argued in the Briefs 

First, the panel upheld the decision to allow a jury to use extrinsic evidence 

to interpret the meaning of the words “all assets” in the Annual Report, but didn’t 

address whether the evidence provided was relevant, admissible, or satisfied 

§204(a). See AB at 4. In the absence of any extrinsic evidence that refers to the 
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Annual Report, a copyright transfer, or even an agreement, the question of whether 

the Annual Report alone satisfied the strict writing requirements of §204(a) still 

remains. See A(3) above. In the absence of further evidence, the copyright 

ownership should have been decided by the court. If the jury’s decision was based 

only on evidence Johnson’s “course of conduct”, a new trial should have been 

granted. See A(4) above.  

Secondly, the panel did not address the issue of “work for hire”.3 This 

remains a critical issue because, even if Storix prevails in its claim that Johnson 

transferred the copyright to the company in 2003, Johnson still owns the derivative 

works he created for at least 8 years following that transfer. Johnson raised the 

issue in the Brief: 

“Work for hire: The work-for-hire conclusion of the jury was most 
likely based on the conclusion that, as Storix owned the original 
copyright, it made sense that Johnson incorporated subsequent changes 
as an employee. [AR II:220.] The stated factors all disfavored a work-
for-hire determination. [AR VI:1188.]”.  [AB at 37.] 
 
Storix also raised this question for the panel, “(6) Whether the judgment 

should be affirmed based on the jury’s finding of work for hire?” [RB at 3.] The 

                                                 
3 Johnson did not include this as a specific issue for panel review in the 

Brief, but one tied to the issue of copyright ownership. Storix raised and argued the 
work-for-hire issue in the Response, and Johnson’s rebuttal is in the Reply. The 
Supreme Court held that a party does not waive an argument if they are not 
separate claims, but “separate arguments in support of a single claim”. Yee v. City 
of Escondido, 503 U.S. 519, 534-35 (1992). In the interest of justice, the court of 
appeals often considers a late-raised issue if "closely tied" to those raised in the 
opening brief. Trinity Indus., Inc. v. Herman, 173 F.3d 527, 531 (4th Cir. 1999). 
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jury determined that Johnson was a work for hire based on a jury instruction 

containing various factors typically used to differentiate between an employee and 

a contractor. See 17 U.S.C. § 201. While such factors may define an employee 

under the work for hire doctrine, the Supreme Court has determined an overriding 

factor that has been ignored in this case. “In determining whether a hired party is 

an employee under the general common law of agency, we consider the hiring 

party's right to control the manner and means by which the product is 

accomplished”. Community for Creative Non-Violence v. Reid, 490 U.S. 730, 109 

S. Ct. 2166, 104 L. Ed. 2d 811 (1989) (emphasis added).  Johnson clearly was not 

hired, didn’t work for anyone, and exercised personal control over the work at all 

times.  

There is no precedent for determining that a sole owner is an employee 

under § 201 because the notion of a company exercising control over its sole 

owner is nonsensical. Johnson cannot be designated as a work for hire in the 

absence of an express written agreement. See U.S.C. § 201(b).   

D. The Panel Resolved New Theories of Copyright Law Contrary to 
the Purpose of the Copyright Act 

A discussed in the previous sections, several decisions in this case resolve 

issues for the first time in ways that contradict the directive of the 1976 Copyright 

Act in providing predictability and certainty of copyright ownership: 

1. A note or memorandum memorializing a prior oral agreement to 
transfer copyrights need not refer to the copyright. 
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2. A note or memorandum of transfer clarifying a prior transfer may 
itself be interpreted using extrinsic evidence.  

3. Extrinsic evidence used to interpret the terms of an agreement (or a 
note or memorandum) need not refer to the contract or agreement.  

4. Contract interpretation principles, including course of dealing, usage 
of trade, and course of performance may be used to interpret the 
meaning of a term used in a document which is not a contract. 

5. The terms of a transfer agreement can be disputed by “outsiders”, 
even when both parties at the time of a transaction state otherwise 
and have no dispute. 

6. The sole owner and officer of a corporation may be considered a 
“work for hire” by future owners of the corporation for the purposes 
of claiming ownership of his work without a written agreement.  

E. The Issues Presented by this Case Are of Exceptional Importance 

The importance of these issues cannot be understated, since the panel 

decisions can be broadly applied to much more relevant cases, defeating the 

primary goal of the 1976 Copyright Act. The principles applied here provide new 

avenues for a corporation to claim rights to an individual’s work, significantly 

broadens the scope of evidence to support potentially fraudulent claims, and allows 

third-party infringers to challenge ownership rights to avoid liability. Most 

significantly, owners of a corporation must now be wary of losing their personal 

copyrights to new owners retroactively claiming them as a work-for-hire.  

Although non-precedential, the Memorandum has already spawned 

numerous articles that demonstrate a public misapprehension of the unique facts 
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and decisions in this case.4 Such articles are likely to encourage broad 

misapplication of the same case law to more common situations. Such titles 

include “You can transfer a copyright without saying ‘copyright'” and “YOUR 

COPYRIGHT CAN BE ASSIGNED WITHOUT YOUR KNOWLEDGE??” The 

latter concludes, based on the ruling in this case, “care should be taken that you do 

not inadvertently transfer copyright ownership, or give anyone arguments to claims 

that you did”. The only article examining the underlying facts and evidence of this 

case (“In the Category of Unusual ‘Writing’”) concluded, “[T]here was at least 

some evidence that intellectual property assets were not all assigned to the 

corporation in 2003.” (thus failing to satisfy the Copyright Act’s requirement of a 

“clear” writing). Other articles assume this case involved a sale of assets, a dispute 

between unrelated parties, and a “disgruntled employee” suing his “former 

company”.5   

V. CONCLUSION 

For all the reasons above, this petition for rehearing or rehearing en banc 

should be granted. Even if the decisions of the district court are upheld, a more 

thoroughly reasoned, published opinion is necessary to avoid future complex 

litigation over what was previously regarded a simple matter of “clarity”. 

 

                                                 
4 Articles referenced here and web addresses are provided in Exhibit B.  
5 Johnson is still Storix’s largest (40%) shareholder.  
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Dated:  January 22, 2018   Respectfully submitted, 

By:    s/Anthony Johnson                    _ 
Anthony Johnson 
Pro Se Appellant

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 21 of 41



 

iv 

Ninth Circuit Case Number(s): 16-55439 

_________________________________________________________________ 

CERTIFICATE OF COMPLIANCE 

  
Pursuant to Ninth Cir. R. 40-1 and 35-1, undersigned Pro Se Appellant 

hereby certifies that this Petition for Panel Rehearing and Rehearing En Banc is 

proportionally spaced, has a typeface of 14 points or more, and contains 4018 of a 

maximum 4200 words.  

 

Dated: January 22, 2018    By:   s/Anthony Johnson       _ 
         Anthony Johnson 
         Pro Se Appellant 

 
__________________________________________________________________ 

 
  

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 22 of 41



 

v 

 

Ninth Circuit Case Number(s): 16-55439 

__________________________________________________________________ 

CERTIFICATE OF SERVICE 

When All Case Participants are Registered for the Appellate CM/ECF System 

I hereby certify that I electronically filed the foregoing with the Clerk of the 

Court for the United States Court of Appeals for the Ninth Circuit by using the 

appellate CM/ECF system on January 22, 2018:  

APPELLANT’S PETITION FOR PANEL REHEARING 
AND FOR REHEARING EN BANC 

I certify that all participants in the case are registered CM/ECF users and 

that service will be accomplished by the appellate CM/ECF system. 

 
Executed on January 22, 2018   By:   s/Anthony Johnson       _ 

         Anthony Johnson 
         Pro Se Appellant 

 
__________________________________________________________________ 
  

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 23 of 41



 

vi 

 

 

EXHIBIT A (Memorandum) 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 24 of 41



NOT FOR PUBLICATION

UNITED STATES COURT OF APPEALS

 FOR THE NINTH CIRCUIT 

ANTHONY J. JOHNSON,

Plaintiff-counter-
defendant-Appellant,

 v.

STORIX, INC., a California Corporation,

Defendant-counter-claimant-
Appellee.

No. 16-55439

D.C. No. 
3:14-cv-01873-H-BLM

MEMORANDUM*

Appeal from the United States District Court
for the Southern District of California

Marilyn L. Huff, District Judge, Presiding

Submitted December 5, 2017**  

Pasadena, California

Before:  D.W. NELSON and REINHARDT, Circuit Judges, and STEEH,***

District Judge.   

FILED
DEC 19 2017

MOLLY C. DWYER, CLERK
U.S. COURT OF APPEALS

 * This disposition is not appropriate for publication and is not precedent
except as provided by Ninth Circuit Rule 36-3.

 * * The panel unanimously concludes this case is suitable for decision
without oral argument.  See Fed. R. App. P. 34(a)(2).

 * * * The Honorable George Caram Steeh III, United States District Judge
for the Eastern District of Michigan, sitting by designation.
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Anthony Johnson (“Johnson”) appeals the judgment in favor of Storix, Inc.

(“Storix”) after a 5-day jury trial in his copyright infringement action, denial of his

summary judgment motion, denial of his motion for a new trial, and award of

attorney’s fees to Storix.  We review a denial of summary judgment de novo. 

Perfect 10, Inc. v. CCBill L.L.C., 488 F.3d 1102, 1109 (9th Cir. 2007).  For a

summary judgment ruling to be appealable after a full trial on the merits, the denial

must involve an “error of law that, if not made, would have required the district

court to grant the motion.”  FBT Productions, LLC v. Aftermath Records, 621 F.3d

958, 963 (9th Cir. 2010).  In reviewing a denial of a motion for a new trial, we

review interpretations of the Copyright Act de novo.  See Perfect 10, Inc., 488 F.3d

at 1109.  We review jury instructions de novo for statements of law and under an

abuse of discretion standard with respect to their formulation.  SEIU v. Nat’l Union

of Healthcare Workers, 718 F.3d 1036, 1047 (9th Cir. 2013).  We also “review a

district court’s decision to grant or deny attorney’s fees under the Copyright Act

for abuse of discretion.”  Perfect 10, Inc., 488 F.3d at 1109.  We AFFIRM in part,

REVERSE in part, and REMAND. 

 On March 15, 2004, Johnson signed a 2003 Annual Report (“Annual

Report”) he personally drafted that memorialized the transfer of “all assets” to

2

  Case: 16-55439, 12/19/2017, ID: 10695248, DktEntry: 69-1, Page 2 of 8  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 26 of 41



Storix.  The Annual Report stated: “All assets from Storix Software were

transferred to Storix Inc., as of its incorporation as of February 24, 2003.” 

 Johnson argues that the district court erred in denying his motion for

summary judgment and motion for a new trial because the Annual Report does not

satisfy Section 204(a) of the Copyright Act as a matter of law.  The Copyright Act

provides that “a transfer of copyright ownership, other than by operation of law, is

not valid unless an instrument of conveyance, or a note or memorandum of the

transfer is in writing and signed by the owner of the rights conveyed.”  17 U.S.C. §

204(a).  Section 204(a) can be satisfied by an oral assignment that is later

confirmed in writing.  Jules Jordan Video, Inc. v. 144942 Canada Inc., 617 F.3d

1146, 1156 (9th Cir. 2010); Valente-Kritzer Video v. Pinckney, 881 F.2d 772, 775

(9th Cir. 1989) (“If an oral transfer of a copyright license is later confirmed in

writing, the transfer is valid.”).

The writing does not require any  “magic words . . . Rather, the parties’

intent as evidenced by the writing must demonstrate a transfer of the copyright.” 

Radio Television Espanola S.A. v. New World Entm’t, Ltd., 183 F.3d 922, 927 (9th

Cir. 1999) (citing Melville B. Nimmer & David Nimmer, Nimmer on Copyright, §

10.03[A][2] at 10-37 [“As with all matters of contract law, the essence of the

inquiry here is to effectuate the intent of the parties.”]).  As such, the writing does

3
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not “have to be the Magna Carta; a one-line pro forma statement will do.”  Id.

(citations omitted); see also SCO Grp., Inc. v. Novell, Inc., 578 F.3d 1201, 1212

(10th Cir. 2009) (“Section 204(a), by its terms, imposes only the requirement that a

copyright transfer be in writing and signed by the parties from whom the copyright

is transferred; it does not on its face impose any heightened burden of clarity or

particularity.”).

The Annual Report qualified as a “note or memorandum” that was signed by

Johnson and memorialized a transfer of assets.  See 18 U.S.C. § 204(a).  Contrary

to Johnson’s assertions, the form of a signature and contemporaneity of the writing

are not dispositive.  First, Section 204(a) does not necessitate the form of the

signature to be in the transferor’s personal capacity.  The purpose of Section

204(a)’s writing requirement is to prevent inadvertent transfers and fraudulent

claims of copyright ownership.  Magnuson v. Video Yesteryear, 85 F.3d 1424,

1428-29 (9th Cir. 1996).  That concern is virtually absent when Johnson himself

admitted to writing and signing the Annual Report that memorialized a transfer of

at least some assets to his own wholly-owned company.  Johnson conceded that a

transfer of some assets did occur, including computers, desks, supplies, and

“whatever was necessary to continue doing business as Storix, the same thing that I

was doing as Storix Software.”  

4
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Similarly, Konigsberg Intern. Inc. v. Rice, 16 F.3d 355 (9th Cir. 1994) does

not require a contemporaneous writing under these facts.  Magnuson, 85 F.3d at

1429 n.1 (stating that the issue in Konigsberg was tardiness, not

contemporaneousness, and “to the extent that some language in Konigsberg might

be interpreted as requiring a contemporaneous writing even under the facts of this

case, it is clearly dicta.”); see also Barefoot Architect, Inc. v. Bunge, 632 F.3d 822,

828 (3d Cir. 2011) (“[T]ext of the statute . . . clearly allows for a subsequent

writing to effectuate an earlier oral transfer, it does not specify a time period during

which the writing must be consummated.”).  Unlike the writing in Konigsberg, the

Annual Report provided a “reference point” to the exact date of the transfer.  See

id. (noting that the problem in Konigsberg was that “it was ‘not the type of writing

contemplated by [S]ection 204’” because it did not provide a “reference point for

the parties’ [] disputes”).

Johnson also argues that his motion for a new trial should have been granted

because the interpretation of Section 204(a) was not an issue for the jury.  But for

Johnson’s assertion that the term “all assets” did not include the copyright to SBA,

the Annual Report satisfied Section 204(a)’s writing requirement.  Both parties

offered extrinsic evidence to prove the meaning of “all assets.”  See 2 Patry on

Copyright § 5:111 (“After-the-fact writings should serve . . . as a reference point, a

5
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springboard from whence the parties’ actual intent may be verified . . . Extrinsic

evidence of the parties’ intent may play an important role.”).  Extrinsic evidence

that is offered to interpret the terms of a writing are for the jury.  Cachil Dehe Band

of Wintun Indians of Colusa Indian Cmty. v. California, 618 F.3d 1066, 1077 (9th

Cir. 2010) (When there is “extrinsic evidence supporting competing interpretations

of ambiguous contract language the court may not use the evidence to interpret the

contract as a matter of law, but must instead render the evidence to the factfinder

for evaluation of its credibility”); see Welles v. Turner Entm’t Co., 503 F.3d 728,

737 (9th Cir. 2007) (remanding to district court because the intention of parties’

copyright transfer was ambiguous, “and because the contract’s interpretation may

turn on the credibility of extrinsic evidence.”).  Thus, the jury was properly tasked

with interpreting the term at issue. 

Given the foregoing, the jury instructions correctly stated that the term “all

assets” could include copyright ownership and that the jury could use extrinsic

evidence to interpret the meaning of the term.  Therefore, the district court did not

err in denying Johnson’s motion for a new trial on the basis that the jury

instructions were an incorrect statement of law. 

The district court did not abuse its discretion in awarding fees to Storix

because it gave “‘substantial weight’ to the objective reasonableness of [Johnson’s]

6

  Case: 16-55439, 12/19/2017, ID: 10695248, DktEntry: 69-1, Page 6 of 8  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 30 of 41



position but did not rely exclusively on it, and thus the Supreme Court’s recent

decision in Kirtsaeng v. John Wiley & Sons, Inc. does not require a different

result.”  Choyce v. SF Bay Area Indep. Media Ctr., 669 F.App’x 863, 865 (9th Cir.

2016).  The district court properly relied on other factors that outweighed its

findings that Johnson’s claims were not objectively unreasonable or frivolous:

Johnson’s motivation, the degree of Defendant Storix’s success, and the need to

advance considerations of compensation and deterrence.  See Omega S.A. v. Costco

Wholesale Com., 776 F.3d 692, 695-96 (9th Cir. 2015). 

While the district court did not abuse its discretion in choosing to award fees

to Storix, we find that the amount of the award was unreasonable.  “Even though a

district court has discretion to choose how it calculates fees, we have said many

times that it abuses that discretion when it uses a mechanical or formulaic approach

that results in an unreasonable reward.”  In re Bluetooth Headset Prod. Liab. Litig.,

654 F.3d 935, 944 (9th Cir. 2011) (citations and quotations omitted); see also Fox

v. Vice, 563 U.S. 826, 839 (2011) (“The essential goal in shifting fees … is to do

rough justice, not to achieve auditing perfection.”).  Because Johnson’s claims

were neither unreasonable nor frivolous, the amount of $543,704 was excessive. 

See Kirtsaeng v. John Wiley & Sons, Inc., 136 S.Ct. 1979, 1988 (2016) (holding

that courts must give substantial weight to the objective reasonableness of losing

7
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party’s position when awarding fees).  Further, Johnson, who is now pro se, is an

individual plaintiff, rather than another company.  See Lieb v. Topstone Indus.,

Inc., 788 F.2d 151, 156 (3d Cir. 1986) (“The relative financial strength of the

parties is a valid consideration” in determining “what amount is reasonable”). 

“While we do not pass judgment on what the award should be, § 505 demands that

it be reasonable.”  Woodhaven Homes & Realty, Inc. v. Hotz, 396 F.3d 822, 824

(7th Cir. 2005) (quotations omitted); see also Yellow Pages Photos, Inc. v.

Ziplocal, LP, 846 F.3d 1159, 1165 (11th Cir. 2017) (“At the end of the day, the

substantive reasonableness of the amount awarded is the touchstone of our

evaluation of a district court’s award of fees and costs.”).  We therefore reverse the

fee award and remand to the district court to reconsider the amount. 

AFFIRMED in part, REVERSED in part, and REMANDED.   Each

party shall bear its own costs.

8
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* These articles can be found on the web at:  
A) http://blog.galkinlaw.com/weblaw-scout-blog/copyright-assignment-without-

clear-intent; 
B) https://www.thompsoncoburn.com/insights/blogs/in-focus/post/2017-12-

27/you-can-transfer-a-copyright-without-saying-copyright;  
C) http://propertyintangible.com/2018/01/in-the-category-of-unusual-

writings.html. 
D) https://www.facebook.com/LoseyPLLC/posts/524683907901143 
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You may think there is one simple hard-and-fast rule of copyright law: You cannot transfer

a copyright without a written instrument signed by the copyright owner. It’s right there in

section 204 of the Copyright Act.

But writings and signatures today can be electronic, and as a recent case illustrates, the

“instrument” need not be a formal document that specifically addresses copyrights.

As a result, in copyright litigation, defendants often use discovery to intensely scrutinize the

basic issue of who owns the copyright in question.

In Johnson v. Storix, for example, the issue was whether Anthony Johnson had transferred

the copyright in a software program to a company, Storix, Inc. Johnson had developed the

program as a sole proprietor and the issue in the case was whether he transferred the

copyright to his company prior to others taking control of it. When a dispute later

developed between Johnson and others in the company, Johnson claimed that he owned

the software copyright personally, and hence could prevent Storix from continuing to

develop and sell the software.    

The issue then became whether, in the absence of a customary copyright assignment, any

other document sufficiently met the section 204 requirement of a written instrument to

prove that Johnson had transferred his copyright to Storix.  Eventually a jury, looking at

various documents, concluded that an “annual report” signed by Johnson, during the time

he owned Storix, satisfied the written instrument requirement.

The annual report simply stated that “all assets from Storix Software were transferred to

Storix, Inc.” as of its incorporation date. The annual report wasn’t a formal copyright

assignment, it was written almost a year after the deal occurred, it never specifically

mentioned the software program, and it never even used the word “copyright.” Johnson

disputed that that sentence indicatated a copyright transfer. 

But the U.S. Court of Appeals for the 9th Circuit, in its decision affirming a jury verdict

against Johnson, concluded that that sentence in the annual report about “all assets”

sufficiently transferred the copyright. It was not necessary, the court held, for a copyright

transfer document “to be the Magna Carta; a one-line pro forma statement will do.” The

district court had similarly noted that Storix wasn’t required “to provide a writing that

recited details regarding price, consideration, negotiated terms, reproduction rights, or

other ‘magic words.’” The critical issue was to discern “the parties' intent,” and the annual

report did that.

You can transfer a copyright without saying ‘copyright’ https://www.thompsoncoburn.com/insights/blogs/in-focus/post/2017-12-...

1 of 2

A-1

You can transfer a copyright without saying 
'copyright' 

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 34 of 41



The case is yet another illustration of the complexities and twists attendant to copyright

ownership in an era in which so many copyrightable products of human creativity have

become valuable. 

Mark Sableman is a partner in Thompson Coburn's Intellectual Property group.

You can transfer a copyright without saying ‘copyright’ https://www.thompsoncoburn.com/insights/blogs/in-focus/post/2017-12-...

2 of 2

A-2
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William S. Galkin, Esq.

It’s black letter U.S. copyright law that an assignment of copyright must be in writing.

 Section 204(a) of the Copyright Act provides that “a transfer of copyright ownership, other

than by operation of law, is not valid unless an instrument of conveyance, or a note or

memorandum of the transfer is in writing and signed by the owner of the rights conveyed.”

17 U.S.C. § 204(a).

So, how can your copyright be assigned without your knowledge??

The court in Johnson v. Storix, decided in the 9th Circuit U.S. Ct. of Appeals on December

19, 2017, explains that the writing need not contain any magic words such as “assignment”

or even “copyright” as long as the intent is clearly expressed.

In this case, Johnson developed software as a sole proprietor (Storix Software). The

question arose whether he transferred ownership of the software to a company he formed

(Storix, Inc.) prior to transferring partial equity ownership to others. There was no express

written agreement whereby Johnson assigned ownership in the software to Storix.

YOUR COPYRIGHT CAN BE ASSIGNED WITHOUT YOUR KNO... http://blog.galkinlaw.com/weblaw-scout-blog/copyright-assignment-with...

1 of 3

B-1

YOUR COPYRIGHT CAN BE ASSIGNED 
WITHOUT YOUR KNOWLEDGE?? 

I Agree 0 
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There was a bad turn of events and Johnson had a dispute between others at Storix, Inc.

Johnson basically said “I own the software, not Storix, I never assigned it, and I’m taking

my software and leaving.” A strict reading of the law would back up Johnson’s claim.

However, …

On March 15, 2004, Johnson authored and affixed his name to the Storix 2003 Annual

Report which stated: “All assets from Storix Software were transferred to Storix Inc., as of

its incorporation as of February 24, 2003.”

Does the Annual Report constitute a written agreement? Does the fact that Johnson

authored and put his name to the Annual Report constitute a signature? The Annual Report

was written about one year after the stated transfer of assets, does that satisfy the

Copyright Act’s requirements?

Unfortunately for Johnson, the court answered are yes, yes and yes.

The court found that the Annual Report constituted a “writing” due to the fact that it

expressed the intent of Johnson to transfer ownership of the software to Storix, Inc.

because it stated that “all assets” were transferred. So even without mention of

“assignment” or “copyright” – the wording was considered sufficient.

What constitutes a “signature” under U.S. law is very flexible, it can be anything from

letterhead to clicking an accept box on an online form. So, attaching Johnson’s name to the

Annual Report he authored qualified as a signature.

Also, case law has affirmed that an oral transfer of copyright followed by a written

confirmation satisfies the Copyright Act’s “writing” requirement. So, the Annual Report,

written almost a year after the actual transfer, served as a later confirmation.

See the text of the court decision here: http://caselaw.findlaw.com/us-9th-circuit

/1883412.html

Bottom Line:

Obviously, transfers of intellectual property, including copyright, should be memorialized

in assignment agreements, or work made for hire agreements. However, due to the great

flexibility under U.S. law of what constitutes a “writing” and a “signature,” especially given

the wide use and variety of the electronic expressions of both, care should be taken to

ensure that you do not inadvertently either transfer copyright ownership, or give anyone

arguments they can use to claim that you did so transfer your copyright.

If you want to discuss having us assist in preparation of your Social Media Policy, please

contact us.

 3

B-2
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In the Category of Unusual “Writings” http://propertyintangible.com/2018/01/in-the-category-of-unusual-writin...

1 of 4

C-1

• Property. intangible® 

• a blog about ownership of intellectual property rights and its licensing 

• In the Category of Unusual "Writings" 

by Pamela Chestek · January 4, 2018 · copyright · 0 
Comments 

I don't expect to ever see something that trumps the pawn ticket as a writing 
documenting a transfer (or attempted transfer) of rights. But, in the copyright 
realm we have a contender- an Annual Report. It's embedded below: 

~ Case 3:14acv,o18'l3=H=Bt:M-flocument-4"7-5 Filed lO,'(lz/15 PagelD.387 Page 2 ol 2 

• 

• 

• 

2003 ANNUAL REPORT 

STORIX, INC. 

This Annual report has been prepared by Anthony Johnson. President of Storix, loc. for 
presenu.tiou to and filing by Anthony Johnson. Sec:reta.ry at dlt ilUlllua\ shareholder·s meeting. 

Gc-ncrnl NOIC:$ 

2003 rwresented the fiJst 10 months in the life of Storix as a Corporation. Prior to 2003, S1orix 
Software was a soJe proprietorship. AU assets from Storix Software were transferred to S1orix Inc. 
as of ilS incorporation of Febroary 24, 2003. 

August 1, 2003, Storix lnc: moved its corporate headquarters lo 7801 Missiun Center Court, Suite 
320, San Diego, CA 92108. Th.is move provided a small office size increase but with private 
offices for the President/CEO and computer room. It also provided better acces..c., security and 
parking !or employees, 

lt was di.11COOvered in April, 2002 tha1 another compan)', New Age Intetnaliomd in Los Angeles, 
CA was marketing a backup hardware device as a STORIX DRIVE. Anthony Johnson, then 
o~ner of Slori;w: Softwue, sent a cnse and desi.st Jeuer. Upoo no response, an altomey was hired 
later that year to begin litigation. This attorney proved in.competent and made no attempt to 
resolve the issue timely and was dismissed. Jo February, 2003. newly formed Storix, Inc. filed 
legal action againsl New Age In1ernational and i1s officers. That dispute is still unrei;.:olved despite 
actions to stop the infringing party and considerable cosls of legal atllon and other costs 
as~iatcd with this: inftingemenl. 

Total Income: 
Total Expenses: 
Net Profit: 
Total C.sb Assc,s: 

$271,592 
$221,421 
S 50,171 
$103,436 

2003 Marketing expenditures were $40,664 and employment expenses were S 13$.1119. 

Upon trans.fer of Storix Software to Storix, Inc, i. debt for Note to Shareholder (Anthony Johnson) 
w11s inconed for $137,191. At yc_a,-cnd, this note was reduced 10 52,101. 

SJunmw 
Storix SBA Ven,ion 4 for Linux was announced in 2002. but saw no new sales until early 2003. 
By end of year 2003, Unux sales made up 29% of 101al Mies (previously inch,ded only AIX 
sales). 

There was no change in active employees, and u modest increase in ovtraU sales was seen !rom 
the prior year. 

Dated: Marth l 5, 2004 ia. r1-:....~ 
Anthony Johnson 
President 

JOHNSON00 1542 

It says "2003 represents the first 10 months in the life of Storix as a Corporation. 
Prior to 2003, Storix Software was a sole proprietorship. All assets from Storix 
Software were transferred to Storix Inc., as of its incorporation as of February 
24,20or 

The 9th Circuit held that this was a valid writing transferring copyright. It's 
notable that it is an affirmation of a jury's conclusion (and a non-precedential 

opinion).1 
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In the Category of Unusual “Writings” http://propertyintangible.com/2018/01/in-the-category-of-unusual-writin...

2 of 4

C-2

The appeals court opinion doesn't tell us how it is that Johnson came to sue the 
company of which, in 2003, he was President - we have to dig into the district 
court case for that. Johnson was a sole proprietor, d/b/a "Storix Software," from 
1998 until he incorporated in 2003. He was the sole owner of the corporation 
until 2011, when he was diagnosed with cancer which he thought might be 
terminal, so he gave ownership of 60% of the company to employees. After 
Johnson recovered he returned to work and developed new software, but the 
company didn't adopt it. From a Johnson brief: 

However, without any reasonable inquiry, investigation, testing, or 
otherwise independent analysis of Johnson's work, the board 
members rejected and refused to implement any such network 
security features, claiming they were not necessary. When Johnson 
tried to exercise his right, as the owner of the Original Work, to 
control the design of the derivative works, the other Storix, Inc. board 
members denied him such right, claiming that Johnson was no longer 
"in a management position." 

So we have a lawsuit. Johnson challenged two aspects of the Annual Report, that 
he hadn't signed it in his personal capacity and that it wasn't contemporaneous 
with the assignment of the software. The second point is easy; at least in the 9th 
Circuit it doesn't have to be a contemporaneous writing. 

The first point is a little more interesting. Section 204(a} of the Copyright Act says 
"A transfer of copyright ownership, other than by operation of law, is not valid 
unless an instrument of conveyance, or a note or memorandum of the transfer, 
is in writing and signed by the owner of the rights conveyed or such owner's duly 
authorized agent." This is how the appeals court addressed the point: 

First, Section 204(a) does not necessitate the form of the signature to 
be in the transferor's personal capacity. The purpose of Section 
204(a)'s writing requirement is to prevent inadvertent transfers and 
fraudulent claims of copyright ownership. Magnuson v. Video 
Yesteryear, 85 F.3d 1424, 1428-29 (9th Cir. 1996). That concern is 
virtually absent when Johnson himself admitted to writing and signing 
the Annual Report that memorialized a transfer of at least some 
assets to his own wholly-owned company. Johnson conceded that a 
transfer of some assets did occur, including computers, desks, 
supplies, and "whatever was necessary to continue doing business as 
Storix, the same thing that I was doing as Storix Software." 

I have a couple of problems with this reasoning. "Memorialized a transfer." 
Indeed, it is evidence of a transfer but not a transfer itself. It uses the past tense 
to describe the transaction, "were transferred." This is a description of a past 
event, not the occurrence of the event itself. 

It's also a bit of an artful dodge to avoid the question of Johnson's capacity when 
signing by relying on the rationale for§ 204 instead of what it actually requires. 
There is no question that "Anthony Johnson, President," would have been the 
assignee and the statute requires a writing "signed by the owner of the rights 
conveyed." I suppose you can argue that Johnson as President was the duly 
authorized agent for Johnson personally, but the court didn't. 

But we're talking here about 1 O years before anyone probably thought about 
the ownership of the copyright, without rights to which the company would not 
exist. Needless to say, there was no written license, something a prudent 
copyright owner would have put in place if the relationship had been what 
Johnson claimed. I also suspect that, had it been in Johnson's interest before 
2011 for the company to own the copyright, to bring a copyright infringement 
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lawsultfor example,Johnson and his company would have agreed the company 
owned the copyright. So I don't have any beef with the outcome, it is expedient 
and equitable. But it's a bit of squirrely reasoning at an appeals court level. 
Which I guess is why they make them non-precedential. 

Johnson v Storix, Inc .. No, 16-55439 (9th Cir. Dec. 19, 2017). 

This work is licensed under a Creative Commons Attribution-NoDerivatives 4.0 
International License. 

1. One of Johnson's arguments on appeal was that the interpretation of the 
document wasn't an issue for the jury. However, its interpretation required 
extrinsic evidence on what "all assets" meant, so it was a question for the 
Jury. Interestingly, the trademarkHStorlx Software," registered In 2002 
before the incorporation, wasn't assigned to the corporation until 2006. So 
there was at least some evidence that intellectual property assets were not 
all assigned to the corporation In 2003. ~ 

  Case: 16-55439, 01/22/2018, ID: 10733580, DktEntry: 75, Page 40 of 41



D-1

Losey PLLC 

Losey PLLC 
@LoseyPLLC 

Home 

About 

Reviews 

Posts 

Videos 

Photos 

Events 

Live Videos 

Community 

Create a Page 

Q. 

•" liked • ~ Following • ~ Recommend 

January 15 at 11 03am 

You create a company, and create a new cutting-edge software product. 
You then incorporate a new business with a few partners and sign a 
document transferring "all assets" from your sole proprietorship. By 
doing so, you may not only have transferred the desks, chairs, and 
computers, but the copyright to that great new software and all sorts of 
other intangible assets. 

The Copyright Act states that "A transfer of copyright ownership, other 
than by operation of law, is not valid unless an instrument of 
conveyance, or a note or memorandum of the transfer, is in writing and 
signed by the owner of the rights conveyed or such owner's duly 

authorized agent." A recent case reveals that this "instrument'' does not 
need to specifically address the transfer of the copyright protected 
materials. 

Take note - a critical issue for courts regarding a copyright transfer is 
intent. Make your intent is clear if you ever transfer assets, or you could 
be transferring more than you think. 

Johnson v. STORJX, INC., Court of Appeals, 9th 
Circuit 2017 - Google Scholar 
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