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STATEMENT OF RELATED CASES 

An appeal from the same civil action in the lower court has previously been 

before the Ninth Circuit in Johnson v. Storix, Inc., No. 16-55439, 716 Fed. App’x. 

628 (9th Cir. 2017). 
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I. INTRODUCTION 

Plaintiff-Appellant Anthony Johnson (“Johnson”) respectfully petitions this 

Court for a panel rehearing under Fed. R. App. P. 40 and 9th Cir. R. 40-1 

following the Court’s disposition of this appeal (“Johnson II”) affirming an 

attorney fee award to Appellee Storix, Inc. (“Storix”) under the Copyright Act, 17 

U.S.C. § 505. This appeal follows the Ninth Circuit’s decision in Johnson v. Storix, 

Inc., No. 16-55439, 716 Fed. App’x. 628 (9th Cir. 2017) (“Johnson I”) reversing 

the prior attorney fee award as unreasonable and excessive and remanding for 

reconsideration.1  

A panel rehearing is warranted under Fed. R. App. P. 40(a)(2) because the 

panel overlooked and misapprehended material points of fact and law that resulted 

in fundamental procedural unfairness and denial Johnson’s Fifth Amendment right 

to due process.  

The panel apparently misapprehended the decision Johnson was appealing 

based on the issues presented for review in his opening brief (“AOB” at pp. 1-2). 

The questions pertain to the basis of the fee award but are also relevant to the 

reasonableness of the amount. The panel found that the district court was not 

required to reconsider its prior “decision to award fees” (Attachment 1 at pp. 2-3) 

 
1  A copy of the Memorandum disposition in Johnson II, dated February 5, 
2020, is attached as Attachment 1. The Memorandum disposition in Johnson I, 
dated December 5, 2017, is attached as Attachment 2. 
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and therefore didn’t address any of Johnson’s arguments. The panel overlooked 

Johnson’s argument that the “facts and circumstance of this case dictate that there 

be no attorney fees, but the procedural history now requires at least a nominal 

award.” (AOB at p 25.) Johnson “specifically limited his appeal to amount of fees, 

but argues that $0 or a nominal amount is fair and reasonable given the entirety of 

circumstances and the overriding goals of the Copyright Act.” (Reply Brief, 

“ARB” at p. 4.)  

The panel also overlooked the fact that the Ninth Circuit specifically 

directed the district court to reconsider “the substantive reasonableness of the 

amount awarded.” This is the most relevant factor courts must consider in light of 

all facts and circumstances when evaluating fee awards under the Copyright Act. 

(Attachment 2 at p. 8.) Although the panel found the district court did not abuse its 

discretion in reducing the amount, it failed to consider if the court complied with 

the Ninth Circuit’s mandate to reduce it to a reasonable amount. But the panel 

cannot give this factor proper consideration without addressing the facts and 

arguments in Johnson’s brief that are all relevant to that determination. 

This attorney fee award rendered Johnson unable to afford an attorney and 

thus a pro se appellant. (AOB at p. 23.) The Copyright Act requires that attorney 

fee awards be reasonable and not enough to discourage other parties with strong 

legal positions to stand on their rights. That goal is clearly defeated by a pro se 
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litigant having to pay over $400,000 in fees because the Court misapprehended the 

decision he was appealing.  

The panel should grant this Petition for a panel rehearing to provide 

fundamental procedural fairness and prevent denying Johnson due process. 

Johnson doesn’t ask the Court to reconsider his arguments, but that his arguments 

be considered for the first time to determine if the amount of fees awarded to 

Storix are reasonable given the facts and circumstances of this case.    

II. ARGUMENT 

As set forth below, it was a violation of Johnson’s constitutional rights to 

disregard all legal and factual issues Johnson raised on appeal and affirm the 

district court’s decision without determining if it complied with the Ninth Circuit’s 

mandate or the purpose of the Copyright Act.   

A. The Panel Denied Johnson Due Process by Affirming the District 
Court’s Decision Without Addressing His Arguments 

“The Fifth Amendment prohibits the federal government from depriving 

persons of due process[.]” Castillo v. McFadden, 399 F.3d 993, 1002 n. 5 (9th 

Cir.2005) “For all its consequence, ‘due process’ has never been, and perhaps can 

never be, precisely defined. […] Applying the Due Process Clause is therefore an 

uncertain enterprise which must discover what ‘fundamental fairness’ consists of 

in a particular situation[.]” Lassiter v. Department of Social Servs. of Durham Cty., 

452 U.S. 18, 24-25, 101 S. Ct. 2153 (1981).  
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First, the fees awarded in this case were punitive, rather than compensatory, 

and “an award of punitive damages violates constitutional due process 

requirements if ‘grossly excessive.’” Swinton v. Potomac Corp., 270 F.3d 794, 817 

(9th Cir. 2001) (citing BMW of North America, Inc. v. Gore, 517 U.S. 559, 562, 

116 S. Ct. 1589 (1996).) 

Second, Johnson argued numerous errors of fact and law on remand and 

provided evidence disproving the basis of the district court’s determination of the 

fee amount. “The district court noted that it undertook a thorough examination of 

‘the Ninth Circuit’s opinion, the parties’ arguments, the relevant law, and the 

Court’s prior fee Orders’ in reconsidering the fee award.’” (AOB at p. 16, citing 

ER at 10.)2 “[A]ny issue not expressly or impliedly disposed of on appeal may be 

considered by the trial court on remand.” Kearns v. Field, 453 F.2d 349, 354 (9th 

Cir. 1971). The court was obligated to consider any issues that “could have 

affected aspects of the final judgment in the case.” Laitram Corp. v. NEC Corp., 

115 F.3d 947, 953 (Fed. Cir. 1997). The attorney fee award is part of the final 

judgment because Storix requested attorney's fees as part of the prayer in its 

counter-complaint. (Dist. Dkt. No. 5 at pp. 5, 10.) See Budinich v. Becton 

Dickinson & Co., 486 U.S. 196, 201, 108 S. Ct. 1717 (1988). Liberty Mut. Ins. Co. 

 
2  References to “ER” are to Storix’s Excerpts of Record rather than the district 
court’s docket. 
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v. Wetzel, 424 U.S. 737, 742, 96 S. Ct. 1202 (1976) is comparable to this case in 

that it also involved a prayer for declaratory relief and attorney’s fees.  

Third, Johnson requested a “review of the district court’s factual findings 

underlying the fee award [for] clear error.” (AOB at p. 17, citing Smith v. Jackson, 

84 F.3d 1213, 1221 (9th Cir. 1996).) A factual finding is clearly erroneous if the 

district court's account of the evidence is implausible in light of the entire record. 

Anderson v. Bessemer City, 470 U.S. 564, 573-574 (1985). Johnson also raised 

numerous legal issues regarding the basis and calculation of the award that should 

be reviewed de novo. Entm’t Research Grp., Inc. v. Genesis Creative Grp., Inc., 

122 F.3d 1211, 1216 (9th Cir. 1997).  

Disregarding all Johnson’s facts and arguments was fundamentally unfair 

and denied Johnson’s Fifth Amendment right to due process. “Asserted denial [of 

due process] is to be tested by an appraisal of the totality of facts in a given case.” 

Cty. of Sacramento v. Lewis, 523 U.S. 833, 850, 118 S. Ct. 1708 (1998) (citing 

Betts v. Brady, 316 U. S. 455, 462 (1942).)  

B. The Panel Overlooked the Decision Remanded for Reconsideration 
and Affirmed the District Court’s Order Without Determining if it 
Complied with the Ninth Circuit’s Mandate 

In Johnson I, the Ninth Circuit held that, while the district court did not 

abuse its discretion in choosing to award fees to Storix, the amount of $543,704 

was unreasonable and excessive, and therefore “reverse[d] the fee award and 
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remand[ed] to the district court to reconsider the amount.” (Attachment 2 at p. 8.) 

The Court quoted to Yellow Pages Photos, Inc. v. Ziplocal, LP, 846 F.3d 1159, 

1165 (11th Cir. 2017) in adding, “At the end of the day, the substantive 

reasonableness of the amount awarded is the touchstone of our evaluation of a 

district court’s award of fees and costs.” (Attachment 2 at p. 8.) The Court also 

noted that, although the court has discretion to award fees, the Copyright Act “§ 

505 demands that it be reasonable.” (Ibid., citing Woodhaven Homes & Realty, Inc. 

v. Hotz, 396 F.3d 822, 824 (7th Cir. 2005).)  

Storix admits that “[t]he sole issue on remand was ‘the amount of reasonable 

attorneys’ fees to be awarded to Storix.” (RB at p. 1, citing Johnson I; underlines 

added.) Johnson argued the unreasonableness of the fee award throughout his brief, 

asking this Court to review the district court’s findings for clear errors of fact and 

law. (AOB at p. 10; See Smith v. Jackson, supra, 84 F.3d at 1221.) “The findings 

of fact underlying the fee determination were clearly erroneous, and there were 

legal errors in calculating the attorney fee award based on dates, conduct and 

speculation of Johnson’s motivation unrelated to Johnson’s copyright claims.” 

(AOB at p. 11.) Whether factual or legal, the errors were pertinent to both the 

decision to award fees as well as the amount.  

In Johnson II, the panel found that the district court did not abuse its 

discretion in reducing the prior award by only 25% but didn’t consider if the 
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resulting fee award was reasonable. The panel could not have determined if the 

district court complied with the Ninth Circuit mandate to reduce the fees to a 

reasonable amount without reviewing Johnson’s arguments in light of all facts and 

circumstances of the case.  

C. The Panel Misapprehended the Decision Johnson Was Appealing  

In Johnson II, the Court found that, “[g]iven the scope of this court’s remand 

order, we conclude the district court did not err in holding that it was not required 

to reexamine its original decision to award attorneys’ fees to Storix under the 

Copyright Act, 17 U.S.C. § 505.” (Attachment 1 at p. 2.) Johnson made clear he 

was not appealing the district court’s “decision to award attorneys’ fees.”  

At the remand hearing, Johnson asked the court to clarify if it could consider 

its entire decision or only the amount of the award: 

“The district court noted that, although the Ninth Circuit remanded the 
amount and not the decision to award fees, ‘It could be, though, anywhere 
from $1.50 I guess or even .25 cents all the way up to whatever the Court 
considers to be reasonable under the standard set by law.’” 

(AOB at p. 25; italics added.) Johnson thereby appealed the district court’s 

decision as to the basis and calculation of the amount, concluding that: 

“The law requires the fee award be reasonable. The facts and circumstance 
of this case dictate that there be no attorney fees, but the procedural history 
now requires at least a nominal award. Therefore, ‘$0’, or the smallest 
nominal amount is fair and appropriate.”  
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(Ibid.) Most of Johnson’s arguments are specific to the amount of fees awarded, 

but even those that challenge the entire basis of the award are relevant to the 

reasonableness of the amount.  

Johnson’s appeal was given no consideration due to the misapprehension he 

was appealing the wrong decision.  

D. The Panel Failed to Consider Johnson’s Arguments Specific to the 
Unreasonableness of the Award Amount 

Johnson does not herein reargue his case, but notes issues properly raised, 

and specifically applicable to the amount of fees, that were not addressed by the  

district court or the panel. 

1. The district court ignored the relative financial strength of the 
parties even though it was a specific factor remanded for 
reconsideration.  

Johnson I cited Lieb v. Topstone Indus., Inc., 788 F.2d 151, 156 (3d Cir. 

1986) in saying, “The relative financial strength of the parties is a valid 

consideration” in determining “what amount is reasonable.” (Attachment 2 at p. 8.) 

The Court thereby instructed the district court to consider Johnson’s “pro se 

status”, but the only reference to the issue in the court’s order was that “[a]lthough 

Johnson is an individual now proceeding pro se, he was represented by counsel 

during all proceedings for which the Court awarded attorneys’ fees.” (ER 19.)  

Johnson thoroughly argued the “imbalance of financial hardship”, noting 

that this fee award forced him to sell his home and move to Las Vegas to live with 
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family. (AOB at p. 23.) The undisputed facts show that Storix imposed massive 

financial hardship on Johnson for years in state and federal courts (AOB at pp. 3-

5), rendering it the sole beneficiary of Johnson’s copyrights it paid nothing for. (Id. 

at pp. 4, 7.) The district court never acknowledged these facts, and the panel could 

not have property considered this appeal without doing so.  

This factor is particularly relevant because an oppressive fee award is 

contrary to the goal of the Copyright Act to “encourage parties with strong legal 

positions to stand on their rights.” Kirtsaeng v. John Wiley & Sons, Inc. 

(Kirtsaeng), 136 S.Ct. 1979, 1986 (2016).   

2. The district court ignored awards in similar cases even though 
the issue was raised by both parties.  

The district court abused its discretion by failing to consider the “Kerr 

factors” used to a reduce fee awards calculated using the “loadstar method” to a 

reasonable amount. See Kerr v. Screen Extras Guild, Inc., 526 F.2d 67, 70 (9th Cir. 

1975). Johnson argued the significance of this factor because “[t]he cases Storix 

cites involved unreasonable and meritless claims, vexatious litigants, and 

significant litigation misconduct, yet still resulted in far less severe attorney fee 

awards than Johnson’s.” (AOB at p. 22.) 

Of the dozens of cases Storix cited, none involved fee awards against an 

author or artist of a registered copyright, and this fee award remains by far the 

largest against any individual in a copyright case in U.S. history.  
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3. The district court gave no consideration to the overriding 
goals of the Copyright Act.  

The district court failed to consider the financial burden this award imposed 

on an author, and the chilling effect it would have on other authors or artists 

contrary to the overriding goals of the Copyright Act to “encourage parties with 

strong legal positions to stand on their rights.” Kirtsaeng, supra 136 S.Ct. at 1986. 

(See AOB at pp. 24-25; ARB at p. 10.) 

E. The Panel Failed to Address Legal Errors in the Basis and Calculation 
of the Fee Award  

Many of Johnson’s arguments show that no fees should have been awarded, 

but they also support Johnson’s position that only a “nominal” fee award is 

warranted under the circumstances. The district court found no reason to award 

fees except for three emails Johnson sent in 2015 the court considered 

“inappropriate conduct” that needed to be deterred. The court therefore:   

“exercised its discretion to reduce the fees requested by Storix in order to 
narrowly tailor the award to Johnson’s misconduct. Rather than awarding 
fees for the entirety of this litigation, the Court granted Storix only the fees 
it incurred from October 6, 2015—the date of Johnson’s ‘Buckle up boys!’ 
email—through the end of trial.”  
 

(AOB at pp. 14-15.)  

Johnson argued the emails (1) were unrelated to the copyright litigation; (2) 

had no effect on the attorneys’ fees; and (3) threatened state litigation on unrelated 

issues. In one email, Johnson threatened to tell Storix’s customers of the copyright 
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litigation and tell them not to buy new copies of the software until his copyright 

ownership was confirmed. Storix sued Johnson in state court for 4 years to a jury 

trial where it demanded only $3,739.14 in damage related to the emails. (AOB at 

pp. 14-21.)  

Importantly, Johnson raised specific issues to be reviewed that are of 

exceptional importance. The district court used the fee award to punish Johnson 

exercising his First Amendment rights to free speech and petition and for asserting 

his rights under the Copyright Act.  (See AOB at pp. 21-23.)   

III. CONCLUSION 

Johnson does not request that the Court to rehear his arguments but that it 

consider them for the first time. Not to fully consider Johnson’s appeal would be 

fundamentally unfair and violate his constitutional right to due process. For all the 

foregoing reasons, Johnson’s Petition for a panel rehearing should be granted.  

 

Dated:  February 11, 2018 Respectfully submitted, 

By:    s/Anthony Johnson                    _ 
Anthony Johnson 
Pro Se Appellant 
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NOT FOR PUBLICATION 

 

UNITED STATES COURT OF APPEALS 

 

FOR THE NINTH CIRCUIT 

 

ANTHONY J. JOHNSON,  

  

  Plaintiff-counter-  

  defendant-Appellant,  

  

   v.  

  

STORIX, INC., a California Corporation,  

  

  Defendant-counter-claimant-  

  Appellee. 

 

 

No. 18-56106  

  

D.C. No. 3:14-cv-01873-H-BLM  

  

  

MEMORANDUM*  

 

Appeal from the United States District Court 

for the Southern District of California 

Marilyn L. Huff, District Judge, Presiding 

 

Submitted February 5, 2020** 

 

Before: FARRIS, D.W. NELSON, and SILVERMAN, Circuit Judges. 

 

 Anthony Johnson (“Johnson”) appeals pro se the district court’s judgment 

awarding $407,778.00 in attorneys’ fees to Storix, Inc. (“Storix”) on remand from 

this court’s decision in Johnson v. Storix, Inc., No. 16-55439, 716 Fed. App’x. 628 

 

  *  This disposition is not appropriate for publication and is not precedent 

except as provided by Ninth Circuit Rule 36-3. 

  

  **  The panel unanimously concludes this case is suitable for decision 

without oral argument.  See Fed. R. App. P. 34(a)(2). 

 

FILED 

 
FEB 5 2020 

 
MOLLY C. DWYER, CLERK 

U.S. COURT OF APPEALS 
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  2    

(9th Cir. 2017) (“Johnson I”).1   

We have jurisdiction under 28 U.S.C. § 1291.  We review a district court’s 

award of attorneys’ fees for an abuse of discretion.  Maljack Productions v. 

GoodTimes Home Video Corp., 81 F.3d 881, 889 (9th Cir. 1996).  We affirm. 

Johnson I summarizes in detail the factual and procedural background of this 

case.  In Johnson I, a prior panel of this court held that while the district court did 

not abuse its discretion in choosing to award fees to Storix, the amount of the 

award was unreasonable “[b]ecause Johnson’s claims were neither unreasonable 

nor frivolous,” and because “Johnson, who is now pro se, is an individual plaintiff, 

rather than another company.”  716 Fed. App’x. at 630-31.  This court therefore 

remanded this matter to the district court to “reconsider the amount” of the 

attorneys’ fee award.  Id. at 631.   

On remand, the district court reduced its initial fee award by 25%, awarding 

Storix $407,778.00 in attorneys’ fees.  The district court also awarded Storix post-

judgment interest from the date of the original judgment.     

Given the scope of this court’s remand order, we conclude the district court 

did not err in holding that it was not required to reexamine its original decision to 

award attorneys’ fees to Storix under the Copyright Act, 17 U.S.C. § 505.  See 

Mendez-Gutierrez v. Gonzales, 444 F.3d 1168, 1172 (9th Cir. 2006) (explaining 

 
1  The prior panel declined this appeal as a comeback.  
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that “a district court is limited by this court’s remand in situations where the scope 

of the remand is clear”).     

The district court did not abuse its discretion in making a 25% reduction of 

the total fee award on remand.  In accordance with this court’s instructions in 

Johnson I, the district court properly considered the objective reasonableness of 

Johnson’s claims and his pro se status, and adequately explained why any further 

adjustment to Storix’s lodestar amount was not warranted.  Hensley v. Eckerhart, 

461 U.S. 424, 437 (1983) (district court must provide a concise but clear 

explanation of its reasons for the fee award).  

The district court also did not abuse its discretion in awarding post-judgment 

interest from the date of the original judgment under 28 U.S.C. § 1961 because this 

court affirmed the district court’s decision to award fees and remanded only as to 

the amount awarded.  See Perkins v. Standard Oil Co. of Cal., 487 F.2d 672, 676 

(9th Cir. 1973) (holding that “[w]here a single item such as attorneys’ fees is 

reduced on appeal, the district court’s determination should be viewed as correct to 

the extent it was permitted to stand, and interest on a judgment thus partially 

affirmed should be computed from the date of its initial entry”).   

AFFIRMED. 
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NOT FOR PUBLICATION

UNITED STATES COURT OF APPEALS

 FOR THE NINTH CIRCUIT 

ANTHONY J. JOHNSON,

Plaintiff-counter-
defendant-Appellant,

 v.

STORIX, INC., a California Corporation,

Defendant-counter-claimant-
Appellee.

No. 16-55439

D.C. No. 
3:14-cv-01873-H-BLM

MEMORANDUM*

Appeal from the United States District Court
for the Southern District of California

Marilyn L. Huff, District Judge, Presiding

Submitted December 5, 2017**  

Pasadena, California

Before:  D.W. NELSON and REINHARDT, Circuit Judges, and STEEH,***

District Judge.   

FILED
DEC 19 2017

MOLLY C. DWYER, CLERK
U.S. COURT OF APPEALS

 * This disposition is not appropriate for publication and is not precedent
except as provided by Ninth Circuit Rule 36-3.

 * * The panel unanimously concludes this case is suitable for decision
without oral argument.  See Fed. R. App. P. 34(a)(2).

 * * * The Honorable George Caram Steeh III, United States District Judge
for the Eastern District of Michigan, sitting by designation.
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Anthony Johnson (“Johnson”) appeals the judgment in favor of Storix, Inc.

(“Storix”) after a 5-day jury trial in his copyright infringement action, denial of his

summary judgment motion, denial of his motion for a new trial, and award of

attorney’s fees to Storix.  We review a denial of summary judgment de novo. 

Perfect 10, Inc. v. CCBill L.L.C., 488 F.3d 1102, 1109 (9th Cir. 2007).  For a

summary judgment ruling to be appealable after a full trial on the merits, the denial

must involve an “error of law that, if not made, would have required the district

court to grant the motion.”  FBT Productions, LLC v. Aftermath Records, 621 F.3d

958, 963 (9th Cir. 2010).  In reviewing a denial of a motion for a new trial, we

review interpretations of the Copyright Act de novo.  See Perfect 10, Inc., 488 F.3d

at 1109.  We review jury instructions de novo for statements of law and under an

abuse of discretion standard with respect to their formulation.  SEIU v. Nat’l Union

of Healthcare Workers, 718 F.3d 1036, 1047 (9th Cir. 2013).  We also “review a

district court’s decision to grant or deny attorney’s fees under the Copyright Act

for abuse of discretion.”  Perfect 10, Inc., 488 F.3d at 1109.  We AFFIRM in part,

REVERSE in part, and REMAND. 

 On March 15, 2004, Johnson signed a 2003 Annual Report (“Annual

Report”) he personally drafted that memorialized the transfer of “all assets” to

2

  Case: 16-55439, 12/19/2017, ID: 10695248, DktEntry: 69-1, Page 2 of 8Case: 18-56106, 02/11/2020, ID: 11592449, DktEntry: 16, Page 25 of 31



Storix.  The Annual Report stated: “All assets from Storix Software were

transferred to Storix Inc., as of its incorporation as of February 24, 2003.” 

 Johnson argues that the district court erred in denying his motion for

summary judgment and motion for a new trial because the Annual Report does not

satisfy Section 204(a) of the Copyright Act as a matter of law.  The Copyright Act

provides that “a transfer of copyright ownership, other than by operation of law, is

not valid unless an instrument of conveyance, or a note or memorandum of the

transfer is in writing and signed by the owner of the rights conveyed.”  17 U.S.C. §

204(a).  Section 204(a) can be satisfied by an oral assignment that is later

confirmed in writing.  Jules Jordan Video, Inc. v. 144942 Canada Inc., 617 F.3d

1146, 1156 (9th Cir. 2010); Valente-Kritzer Video v. Pinckney, 881 F.2d 772, 775

(9th Cir. 1989) (“If an oral transfer of a copyright license is later confirmed in

writing, the transfer is valid.”).

The writing does not require any  “magic words . . . Rather, the parties’

intent as evidenced by the writing must demonstrate a transfer of the copyright.” 

Radio Television Espanola S.A. v. New World Entm’t, Ltd., 183 F.3d 922, 927 (9th

Cir. 1999) (citing Melville B. Nimmer & David Nimmer, Nimmer on Copyright, §

10.03[A][2] at 10-37 [“As with all matters of contract law, the essence of the

inquiry here is to effectuate the intent of the parties.”]).  As such, the writing does

3
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not “have to be the Magna Carta; a one-line pro forma statement will do.”  Id.

(citations omitted); see also SCO Grp., Inc. v. Novell, Inc., 578 F.3d 1201, 1212

(10th Cir. 2009) (“Section 204(a), by its terms, imposes only the requirement that a

copyright transfer be in writing and signed by the parties from whom the copyright

is transferred; it does not on its face impose any heightened burden of clarity or

particularity.”).

The Annual Report qualified as a “note or memorandum” that was signed by

Johnson and memorialized a transfer of assets.  See 18 U.S.C. § 204(a).  Contrary

to Johnson’s assertions, the form of a signature and contemporaneity of the writing

are not dispositive.  First, Section 204(a) does not necessitate the form of the

signature to be in the transferor’s personal capacity.  The purpose of Section

204(a)’s writing requirement is to prevent inadvertent transfers and fraudulent

claims of copyright ownership.  Magnuson v. Video Yesteryear, 85 F.3d 1424,

1428-29 (9th Cir. 1996).  That concern is virtually absent when Johnson himself

admitted to writing and signing the Annual Report that memorialized a transfer of

at least some assets to his own wholly-owned company.  Johnson conceded that a

transfer of some assets did occur, including computers, desks, supplies, and

“whatever was necessary to continue doing business as Storix, the same thing that I

was doing as Storix Software.”  

4
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Similarly, Konigsberg Intern. Inc. v. Rice, 16 F.3d 355 (9th Cir. 1994) does

not require a contemporaneous writing under these facts.  Magnuson, 85 F.3d at

1429 n.1 (stating that the issue in Konigsberg was tardiness, not

contemporaneousness, and “to the extent that some language in Konigsberg might

be interpreted as requiring a contemporaneous writing even under the facts of this

case, it is clearly dicta.”); see also Barefoot Architect, Inc. v. Bunge, 632 F.3d 822,

828 (3d Cir. 2011) (“[T]ext of the statute . . . clearly allows for a subsequent

writing to effectuate an earlier oral transfer, it does not specify a time period during

which the writing must be consummated.”).  Unlike the writing in Konigsberg, the

Annual Report provided a “reference point” to the exact date of the transfer.  See

id. (noting that the problem in Konigsberg was that “it was ‘not the type of writing

contemplated by [S]ection 204’” because it did not provide a “reference point for

the parties’ [] disputes”).

Johnson also argues that his motion for a new trial should have been granted

because the interpretation of Section 204(a) was not an issue for the jury.  But for

Johnson’s assertion that the term “all assets” did not include the copyright to SBA,

the Annual Report satisfied Section 204(a)’s writing requirement.  Both parties

offered extrinsic evidence to prove the meaning of “all assets.”  See 2 Patry on

Copyright § 5:111 (“After-the-fact writings should serve . . . as a reference point, a

5
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springboard from whence the parties’ actual intent may be verified . . . Extrinsic

evidence of the parties’ intent may play an important role.”).  Extrinsic evidence

that is offered to interpret the terms of a writing are for the jury.  Cachil Dehe Band

of Wintun Indians of Colusa Indian Cmty. v. California, 618 F.3d 1066, 1077 (9th

Cir. 2010) (When there is “extrinsic evidence supporting competing interpretations

of ambiguous contract language the court may not use the evidence to interpret the

contract as a matter of law, but must instead render the evidence to the factfinder

for evaluation of its credibility”); see Welles v. Turner Entm’t Co., 503 F.3d 728,

737 (9th Cir. 2007) (remanding to district court because the intention of parties’

copyright transfer was ambiguous, “and because the contract’s interpretation may

turn on the credibility of extrinsic evidence.”).  Thus, the jury was properly tasked

with interpreting the term at issue. 

Given the foregoing, the jury instructions correctly stated that the term “all

assets” could include copyright ownership and that the jury could use extrinsic

evidence to interpret the meaning of the term.  Therefore, the district court did not

err in denying Johnson’s motion for a new trial on the basis that the jury

instructions were an incorrect statement of law. 

The district court did not abuse its discretion in awarding fees to Storix

because it gave “‘substantial weight’ to the objective reasonableness of [Johnson’s]

6
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position but did not rely exclusively on it, and thus the Supreme Court’s recent

decision in Kirtsaeng v. John Wiley & Sons, Inc. does not require a different

result.”  Choyce v. SF Bay Area Indep. Media Ctr., 669 F.App’x 863, 865 (9th Cir.

2016).  The district court properly relied on other factors that outweighed its

findings that Johnson’s claims were not objectively unreasonable or frivolous:

Johnson’s motivation, the degree of Defendant Storix’s success, and the need to

advance considerations of compensation and deterrence.  See Omega S.A. v. Costco

Wholesale Com., 776 F.3d 692, 695-96 (9th Cir. 2015). 

While the district court did not abuse its discretion in choosing to award fees

to Storix, we find that the amount of the award was unreasonable.  “Even though a

district court has discretion to choose how it calculates fees, we have said many

times that it abuses that discretion when it uses a mechanical or formulaic approach

that results in an unreasonable reward.”  In re Bluetooth Headset Prod. Liab. Litig.,

654 F.3d 935, 944 (9th Cir. 2011) (citations and quotations omitted); see also Fox

v. Vice, 563 U.S. 826, 839 (2011) (“The essential goal in shifting fees … is to do

rough justice, not to achieve auditing perfection.”).  Because Johnson’s claims

were neither unreasonable nor frivolous, the amount of $543,704 was excessive. 

See Kirtsaeng v. John Wiley & Sons, Inc., 136 S.Ct. 1979, 1988 (2016) (holding

that courts must give substantial weight to the objective reasonableness of losing

7
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party’s position when awarding fees).  Further, Johnson, who is now pro se, is an

individual plaintiff, rather than another company.  See Lieb v. Topstone Indus.,

Inc., 788 F.2d 151, 156 (3d Cir. 1986) (“The relative financial strength of the

parties is a valid consideration” in determining “what amount is reasonable”). 

“While we do not pass judgment on what the award should be, § 505 demands that

it be reasonable.”  Woodhaven Homes & Realty, Inc. v. Hotz, 396 F.3d 822, 824

(7th Cir. 2005) (quotations omitted); see also Yellow Pages Photos, Inc. v.

Ziplocal, LP, 846 F.3d 1159, 1165 (11th Cir. 2017) (“At the end of the day, the

substantive reasonableness of the amount awarded is the touchstone of our

evaluation of a district court’s award of fees and costs.”).  We therefore reverse the

fee award and remand to the district court to reconsider the amount. 

AFFIRMED in part, REVERSED in part, and REMANDED.   Each

party shall bear its own costs.

8
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