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UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF CALIFORNIA 

11 ANTHONY JOHNSON, Case No.: 3:14-cv-1873-H-BLM 

ORDER DENYING PLAINTIFF'S 
MOTION FOR NEW TRIAL 

12 Plaintiff and Counter-Defendant, 

13 V. 

14 STORIX, INC., a California Corporation, 

15 Defendant and Counter-Claimant. 
[Doc. No. 176] 

16 

17 On August 8, 2014, Plaintiff and Counter-Defendant Anthony Johnson ("Plaintiff 

18 Johnson") filed a complaint alleging copyright infringement of a software program. (Doc. 

19 No. 1.) On September 19, 2014, Defendant and Counter-Claimant Storix, Inc. ("Defendant 

20 Storix") filed an answer and counterclaim seeking a declaratory judgment that it did not 

21 infringe any copyright and that it owned copyrights in the software. (Doc. No. 5.) On 

22 December 8, 2015, the action came before the Court for a jury trial. (Doc. No. 142.) On 

23 December 15, 2015, the jury returned a verdict in favor of Defendant Storix. (Doc. No. 

24 160.) On December 18, 2015, the Court entered judgment in favor of Defendant Storix. 

25 (Doc. No. 164.) 

26 On January 15, 2016, Plaintiff Johnson filed a motion for a new trial pursuant to 

27 Federal Rule of Civil Procedure 59(a)(l)(A). (Doc. No. 176.) On February 5, 2016, 

28 Defendant Storix opposed Plaintiff Johnson's motion. (Doc. No. 182.) On February 12, 
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2016, Plaintiff Johnson replied to Defendant Storix's opposition. (Doc. No. 185 .) On 

2 February 23, 2016, the Court held a hearing on the motion. Andrew Skale and Anne-Marie 

3 Dao appeared for Plaintiff Johnson, and Paul Tyrell and Sean Sullivan appeared for 

4 Defendant Storix. For the reasons that follow, the Court denies the motion for a new trial. 

5 The trial focused on whether Plaintiff Johnson had transferred his copyright in the 

6 software program SBAdmin to Defendant Storix. In its special verdict form, the jury 

7 considered the question, "Has Storix, Inc. proved by a preponderance of the evidence that 

8 Anthony Johnson's copyright infringement claim against Storix, Inc. is barred because 

9 Anthony Johnson transferred ownership of all pre-incorporation copyrights, including 

IO SBAdmin Version 1.3, in writing from himself to Storix, Inc.?" (Doc. No. 160 at 2.) The 

11 jury answered, "Y cs." (Id.) 

12 Plaintiff Johnson argues that there was insufficient evidence for the jury to find that 

13 he transferred the copyright in SBAdmin to Defendant Storix. (Doc. No. 176-1 at 9-17.) 

14 He also contends that whether a written transfer satisfies the Copyright Act is a question 

15 of law for the Court rather than a question of fact for the jury. (Id. at 8.) Additionally, he 

16 argues that one of the Court's instructions to the jury regarding copyright transfer was 

17 incorrect. (Id. at 17- I 9.) For the reasons that follow, the Court denies Plaintiff Johnson's 

18 motion for a new trial. 

19 

20 r. 

21 

22 

Discussion 

Legal Standards 

A. Motion for New Trial 

Under Federal Rule of Civil Procedure 59(a)(l ), a court may grant a new trial on 

23 some or all of the issues and to any party after a jury trial. Rule 59 does not indicate specific 

24 grounds for new trial motions, but a court may grant a new trial for "grounds that have 

25 been historically recognized." Zhang v. Am. Gem Seafoods, Inc., 339 F.3d 1020, 1035 

26 (9th Cir. 2003) (citations and quotation marks omitted). "A district court may not grant a 

27 new trial simply because it would have arrived at a different verdict." Wallace v. City of 

28 San Diego, 479 F.3d 616, 630 (9th Cir. 2007) (quoting Silver Sage Partners, Ltd. v. City 

2 
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l of Desert Hot Springs, 251 F.3d 814,818 (9th Cir. 2001)) (quotation marks omitted). 

2 "[T]he district court can grant a new trial under Rule 59 on any ground necessary to prevent 

3 a miscarriage of justice. Experience Hendrix L.L.C. v. Hendrixlicensing.com Ltd., 762 

4 F.3d 829, 842 (9th Cir. 2014 ). A court may grant a motion for a new trial based on 

5 insufficiency of the evidence "only if the verdict is against the great weight of the evidence, 

6 or it is quite clear that the jury has reached a seriously erroneous result." E.E.0.C. v. Pape 

7 Lift, Inc., 115 F.3d 676, 680 (9th Cir. 1997) (quotation marks omitted); see also Oracle 

8 Corp. v. SAP AG, 765 F.3d 1081, 1093 (9th Cir. 2014). 

9 B. Transferring a Copyright 

10 Pursuant to 17 U.S.C. § 204(a), "[a] transfer of copyright ownership, other than by 

11 operation oflaw, is not valid unless an instrument of conveyance, or a note or memorandum 

12 of the transfer, is in writing and signed by the owner of the rights conveyed or such owner's 

13 duly authorized agent." See also Asset Mktg. Sys., Inc. v. Gagnon, 542 F.3d 748, 754 (9th 

14 Cir. 2008); Effects Associates, Inc. v. Cohen, 908 F.2d 555, 556 (9th Cir. 1990). "No 

15 magic words must be included in a document to satisfy § 204(a)." Radio Television 

16 Espanola S.A. v. New World Entm't, Ltd., 183 F.3d 922, 927 (9th Cir. 1999). The 

17 document "can use terminology such as 'all assets' that clearly includes copyrights." 

18 ITOFCA, Inc. v. MegaTrans Logistics, Inc., 322 F.3d 928, 931 (7th Cir. 2003). Regardless 

19 of the terminology used, "the parties' intent as evidenced by the writing must demonstrate 

20 a transfer of the copyright." Radio Television, 183 F.3d at 927 (citing Melville B. Nimmer 

21 & David Nimmer, Nimmer on Copyright,§ 10.03[AJ[2] at 10-37 ("As with all matters of 

22 contract law, the essence of the inquiry here is to effectuate the intent of the parties.")); see 

23 also Craigslist Inc. v. 3Taps Inc., 942 F. Supp. 2d 962,973 (N.D. Cal. 2013). "[A]n earlier 

24 ... assignment can be confirmed later in a writing." Jules Jordan Video, Inc. v. 144942 

25 Canada Inc., 617 F.3d 1146, 1156 (9th Cir. 2010). When parties offer extrinsic evidence 

26 to prove the meaning of a copyright's instrument of conveyance or memorandum of 

27 transfer, it is for a jury to weigh the extrinsic evidence. See Welles v. Turner Entm't Co., 

28 503 F.3d 728, 737 (9th Cir. 2007). 

3 
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l II. Analysis 

2 A. Sufficiency of the Evidence 

3 Plaintiff Johnson contends that there was insufficient evidence for the jury to find 

4 that he transferred the copyright in SBAdmin to Defendant Storix. (Doc. No. 176-1 at 9-

5 17.) Storix counters that the jury's verdict was not against the clear weight of the evidence. 

6 (Doc. No. 182 at 17-23.) 

7 Plaintiff J olmson created SBAdmin, a software program for backing up files stored 

8 on computers, in 1998 and 1999 while he was a sole proprietor doing business as Storix 

9 Software. (Doc. No. 145, Trial Transcript Vol. I, at 82-90.) In 2003, Plaintiff Johnson 

10 incorporated Defendant Storix, and he transferred assets to Defendant Storix. (Doc. No. 

11 145, Trial Transcript Vol. I, at 138.) From 2003 to 2011, Plaintiff Johnson was the 

12 president and sole shareholder of Defendant Storix, a corporation that existed primarily to 

13 sell copies of SBAdmin to customers. In 2011, due to a cancer diagnosis, Plaintiff Johnson 

14 stepped down from his leadership position and gifted sixty percent of Defendant Storix's 

15 outstanding stock to certain employees, thereby reducing Plaintiff Johnson's ownership in 

16 Defendant Storix to forty percent. (Doc. No. 145, Trial Transcript Vol. I, at 159-71.) In 

17 2013, Plaintiff Johnson's medical status improved, and he returned to work at Defendant 

18 Storix. (Doc. No. 147, Trial Transcript Vol. Ill, at 74.) 

19 Conflicts arose between Plaintiff Johnson and Defendant Storix, and these conflicts 

20 ultimately led Plaintiff Johnson to resign in 2014. (Doc. No. 147, Trial Transcript Vol. Ill, 

21 at 38-39.) Plaintiff Johnson then claimed that he owned the copyright in SBAdmin and 

22 that Defendant Storix's continued development and sale of SBAdmin constituted copyright 

23 infringement. (Doc. No. 147, Trial Transcript Vol. III, at 42-49.) An important issue 

24 during the trial was whether the assets Plaintiff Johnson transferred to Defendant Storix in 

25 2003 included the copyright in SBAdmin. 

26 On March 15, 2004, Plaintiff Johnson signed an annual report (the "Annual Report") 

27 that stated, "2003 represented the first 10 months in the life of Storix as a Corporation. 

28 Prior to 2003, Stoix Software was a sole proprietorship. All assets from Storix Software 
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were transferred to Storix Inc, as of its incorporation of February 24, 2003." (Doc. No. 

165-5, Trial Exhibit CD, at 35.) Defendant Storix adduced significant evidence confirming 

that the Annual Report memorialized Plaintiff Johnson's intent to transfer the copyright in 

SBAdmin. For example, shortly after the 2003 incorporation, the "clickwrap" license for 

SBAdmin stated, "Copyright (c) 1999-2003 Storix, Inc." (Doc. No. 165-5, Trial Exhibit 

BQ, at 9.) On January 29, 2004, Plaintiff Johnson sent an email insisting that a distributor 

refrain from suppressing a copyright statement in the software reading, "Copyright (c) 

1999-2003 Storix, Inc." (Doc. No. 165-5, Trial Exhibit BY, at 17.) On February 17, 2004, 

and on March 7, 2007, Plaintiff Johnson signed distribution agreements that stated, 

"STORIX shall retain and own all right, title and interest in the Software and 
Documentation, and each copy thereof, and all intellectual property rights 
with respect thereto without limiting the generality of the foregoing, STORIX 
claims and reserves to itself all right in the Software and any associated 
documentation and all benefits afforded under U.S. copyright law, all 
international copyright conventions, and U.S. and international intellectual 
property law." 

(Doc. No. 165-5, Trial Exhibits CC, DL, at 20, 54.) 

Additionally, on January 24, 2006, Plaintiff Johnson stated in an email to a German 

lawyer who was advising Storix in a trademark dispute, "It is not entirely possible for us 

to completely abolish the use of STORIX with our product, as it is the company that owns 

the copyright to the product, documentation, web site and support." (Doc.No. 165-5, Trial 

Exhibit CQ, at 45.) On March 26, 2007, Plaintiff Johnson sent an email to his employees 

instructing them to include language on the Storix website and software documentation 

that read, "Copyright Storix, Inc. 1999-2007 USA." (Doc. No. 165-5, Trial Exhibit DQ, at 

69.) On August 20, 2010, Plaintiff Johnson sent an email to the Oracle Corporation that 

stated, "The company acquiring Storix will gain the most comprehensive disaster recovery 

product available for any operating system on the market." (Doc. No. 165-5, Trial Exhibit 

FP, at 71.) On August 26, 2010, Plaintiff Johnson made a submission to the IBM 

Corporation in which he proposed selling Storix to IBM and stated, "IBM would gain the 

most comprehensive disaster recovery product available for any UNIX or Linux operating 

5 
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Even here, "memorializing my intent to transfer" just makes the annual report itself extrinsic evidence in support of an actual transfer agreement, which doesn't exist.

Anthony
Highlight
Well this can't be right, because Storix, Inc. didn't exist in 199-2002.

Anthony
Highlight
I just insisted that they not suppress any copyright statements. This is an exaggeration. 

Anthony
Highlight
First, this distribution agreement was created BEFORE Storix, Inc was formed and was referring to Software Software! They failed to show that version of the agreement, but only showed one produced after Storix Inc was formed in which I simply changed "Storix Software" to "Storix inc" in the heading. That hardly proves anything except that I didn't revise every paragraph to draw a distinction that was irrelevant to a sales agreement. It should also be noted that "President, Storix Software" still appeared on the signature line.  

Anthony
Highlight
The lawyer was a TRADEMARK attorney, and I was referring to the fact that the name "Storix" has been in use by the company (Storix Storix) since 1999. And I attached a copy of the copyright certificate to the email. Even so, Storix (whoever that is) may own copyright to the PRODUCT, not to all of the software and documents contained in the product (half owne3d by 3rd party authors other than myself). 

Anthony
Highlight
YES, and as I kept saying, I DID NOT instruct them to change it in the software! 

Anthony
Highlight
Yes, 1) It would gain a product, and 2) It would also gain my copyrighted software since it was mine to include if I chose. NONE OF THESE HAVE EVER SAID ANYTHING ABOUT STORIX INC ACTUALLY OWNING THE COPYRIGHT TO THE SOFTWARE CODE. 
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system on the market .... " (Doc. No. 165-5, Trial Exhibit FQ, at 76.) Defendant Storix 

2 provided additional evidence in support of its position, including Plaintiff Johnson's vulgar 

3 email correspondence (Doc. No. 165-5, Trial Exhibit NJ, at 82) and his admission to having 

4 lied to a third party when he sought to sell Storix, Inc. (Doc. No. 146, Trial Transcript Vol. 

5 II,at203). 

6 The Annual Report is a signed, written document that states, "All assets from Storix 

7 Software were transferred to Storix Inc, as of its incorporation of February 24, 2003." 

8 (Doc. No. 145, Trial Transcript Vol. I, at 137; cf. Doc. No. 176-1 at 11.) It was not 

9 necessary for Defendant Storix to provide a writing that recited details regarding price, 

10 consideration, negotiated terms, reproduction rights, or other "magic words." Radio 

11 Television, 183 F.3d at 927. (Cf. Doc. No. 176-1 at 11.) Regardless of the terminology 

12 used, the critical issue was to discern "the parties' intent." Radio Television, 183 F.3d at 

13 927. The primary purpose of both the sole proprietorship and the corporation was to sell 

14 SBAdmin software, and the term "all assets" is broad enough to include the copyright to 

15 that software. TTOFCA, 322 F.3d at 931; see also Jules Jordan Video, 617 F.3d at 1156 

16 ("[A]n earlier ... assignment can be confirmed later in a writing."). The extrinsic evidence 

17 Storix adduced confirmed that the Annual Report meant what it said: "all assets" meant 

18 "all assets," including the copyright. Because the extrinsic evidence was offered to 

19 illuminate the meaning of the writing and not in lieu of the writing, it was "proper ... to 

20 consider extrinsic evidence to determine [what] the parties intended." May v. Morganelli-

21 Heumann & Associates, 618 F.2d 1363, 1369 (9th Cir. 1980). (Cf. Doc. No. 176-1 at 12-

22 16.) 

23 A court may grant a motion for a new trial based on insufficiency of the evidence 

24 "only if the verdict is against the great weight of the evidence, or it is quite clear that the 

25 jury has reached a seriously erroneous result." Pape Lift, 115 F.3d at 680 (quotation marks 

26 omitted); see also Oracle, 765 F.3d at 1093. The jury observed Plaintiff Johnson's attitude 

27 and demeanor throughout the trial. Ultimately the jury concluded that he intended to 

28 transfer the copyright in SBAdrnin to Defendant Storix and that he memorialized that 

6 
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If I had only known I would one day be facing such a prudish judge that a single "F" word would mean the complete dissolution of my company, I might have expressed myself more politely after must being sued again by my own company in a new lawsuit. 

Anthony
Highlight
I CAN'T BELIEVE SHE ACTUALLY REFERENCES THE TRANSCRIPT HERE, which actually proves this statement to be a complete lie! I never admitted to any such thing, and every reference ever made to my "admitting to lying" had absolutely nothing to do with the sale of the company. JUDGE HUFF LIED HERE, AND SHE CONTINUED TO DEFENJD THAT LIE NO MATTER HOW MANY TIMES WE PROVED IT UNTRUE. 
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This reference does not support the prior statement, and it involved a contract, not a "document".
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Highlight
There were NO PARTIES because there was NO AGREEMENT.
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Highlight
And NOT to hire me, be my boss, or set my work hours and duties. 
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Highlight
What assignment is this "later writing" confirming? The annual reports was the FIRST document mentioning the word transfer or assignment!

Anthony
Highlight
But the annual report was, itself, extrinsic evidence to illuminate the meaning of a writing which DIDN'T EXIST! 

Anthony
Highlight
What does this statement have to do with anything? Judge Huff is the only person that thought my behavior or demeanor was unwarranted when I was being badgered and called a liar for hours. 

Anthony
Highlight
No, they did not conclude my "intent". They concluded, based on the instructions, that I transferred it because I wrote down some words that included the term "all assets". 
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1 transfer in writing. (Doc. Nos. 159 at 38; 160 at 2.) This conclusion was neither against 

2 the weight of the evidence nor erroneous. See Pape Lift, 115 F.3d at 680. Accordingly, 

3 the Court denies Plaintiff Johnson's motion on this ground. 

4 B. Transferring a Copyright 

5 Plaintiff Johnson contends that whether a writing satisfies the Copyright Act is a 

6 question of law for the Court and that it was error to ask the jury to determine whether the 

7 Annual Report satisfied the writing requirement of 17 U.S.C. § 204. (Doc. No. 176-1 at 

8 8.) The Annual Report states, "All assets from Storix Software were transferred to Storix 

9 Inc. as of its incorporation of February 24, 2003." (Doc. No. 165-5, Trial Exhibit CD, at 

10 35.) This writing, if accorded its plain meaning, satisfies 17 U.S.C. § 204. See Radio 

11 Television, 1 83 F.3d at 927. But during trial, the parties offered conflicting extrinsic 

12 evidence to prove tbc intended meaning of "all assets": Plaintiff Johnson contended that 

13 the term did not include the copyright, while Defendant Storix argued that it did. (E.g., 

14 Doc. No. 145, Trial Transcript Vol. I, at 137, 149-50.) The extrinsic evidence Defendant 

15 Storix offered provided confirmation that the plain meaning of the Annual Report was also 

16 its intended meaning: "all assets" meant "all assets," including the copyright. Because 

17 Defendant Storix adduced the extrinsic evidence to confirm the meaning of the writing and 

18 not to replace the writing, it was "proper ... to consider extrinsic evidence to determine 

19 [what] the parties intended." May, 618 F.2d at 1369. 

20 "[A] court may not use [conflicting extrinsic] evidence to interpret [a document] as 

21 a matter of law, but must instead render the evidence to the factfinder for evaluation of its 

22 credibility. Cachil Dehe Band of Wintun Indians of Colusa Indian Cmty. v. California, 

23 618 F.3d 1066, 1077 (9th Cir. 2010). This is particularly true when the extrinsic evidence 

24 is offered to prove the intent of the parties. See Welles, 503 F.3d at 737 ("Because there 

25 is a genuine issue of fact about whether the parties intended [an agreement to transfer 

26 certain aspects of a copyright], and because the contract's interpretation may turn on the 

27 credibility of extrinsic evidence, we vacate the district court's summary judgment ... and 

28 remand for further proceedings."); Provcnz v. Miller, 102 F.3d 1478, 1489 (9th Cir. 1996) 
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("Cases where intent is a primary issue generally are inappropriate for summary judgment 

2 .... "). Thus, the intended meaning of the Annual Report was a question of fact properly 

3 posed to and decided by the jury. SeeLongv. Johnson, 736 F.3d 891,896 (9th Cir. 2013) 

4 (Courts "must respect the exclusive province of the LJury] to determine the credibility of 

5 witnesses, resolve evidentiary conflicts, and draw reasonable inferences from proven 

6 facts." ( citations and quotation marks omitted)). Accordingly, the Court denies Plaintiff 

7 Johnson's motion on this ground. 1 
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C. Instructional Issue 

Plaintiff challenges a jury instruction that stated, 

A transfer of copyright ownership must be accomplished in writing and signed 
by the owner of the rights conveyed or such owner's duly authorized agent. 
The word "copyright" need not be used, so long as the writing reflects a 
transfer of assets broad enough to include a copyright. The meaning of terms 
set forth in a note or memorandum of transfer may be interpreted and 
explained by course of dealing or usage of trade or by course of performance. 
It is for you to decide whether a copyright owner intended to transfer 
ownership by all the evidence in the case. 

(Doc. No. 159 at 38.) This instruction was an accurate statement of the law. 

A memorandum of transfer of a copyright "can use terminology such as 'all assets' 

that clearly includes copyrights." ITOFCA, 322 F.3d at 931. "No magic words must be 

included in a document to satisfy§ 204(a)." Radio Television, 183 F.3d at 927. Extrinsic 

evidence may not substitute for a writing, but extrinsic evidence may be used to interpret 

the writing. In the context of disputed copyright ownership, courts "must consider relevant 

extrinsic evidence that can prove a meaning to which [a written instrument] is reasonably 

susceptible," United States v. King Features Entm't, Inc., 843 F.2d 394, 398 (9th Cir. 

1988), and to "determine [what] the parties intended," May, 618 F.2d at 1369. See also 

Nimmer on Copyright,§ 10.08 (2015) ("When parol evidence comes in, the field of vision 

1 The Court notes that, if it had been correct to resolve this issue as a matter of law, the Court would 
have concluded that the Annual Report, according to its plain and intended meaning, did satisfy the 
writing requirement of 17 U.S.C. § 204 based on the evidence in the record. 
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expands beyond the parties' agreed language to their deeds. As the saying goes, actions 

2 often speak louder than words."). The instruction properly explained these aspects of the 

3 law. Accordingly, there was no error in the instruction, and the Court denies Plaintiff 

4 Johnson's motion on this ground. 2 

5 Conclusion 

6 After considering all of the evidence and the arguments of counsel, the Court, for 

7 the reasons above, denies Plaintiff Johnson's motion for a new trial. 

8 IT IS SO ORDERED. 

9 DATED: February 23, 2016 
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MARILYN 1J HUFF, District L d e 
UNITED STATES DISTRICT COURT 

2 Additionally, the Court notes that, when the Court reviewed this instruction with the parties, the Court 
agreed to Plaintiff Johnson's request to insert the text "and signed by the owner of the rights conveyed or 
such owner's duly authorized agent." (Doc. No. 147, Trial Transcript Volume III, at 220-21.) Plaintiff 
Johnson did not request additional changes to the instruction and thus did not preserve any objections by 
stating them on the record. See Chess v. Dovey, 790F.3d961, 970 (9th Cir.2015); Fed. R. Civ. P. 51 ( c)( I) 
("A party who objects to an instruction or the failure to give an instruction must do so on the record, 
stating distinctly the matter objected to and the grounds for the objection."); Fed. R. Civ. P. 51 (d)( I) ("A 
party may assign as error an error in an instruction actually given, if that party properly objected."). 
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