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INTRODUCTION  

Plaintiff and Appellant Anthony Johnson (“Johnson”) moves this Court to 

recall its mandate issued on March 13, 2018 in its entirety and reverse the decision 

in favor of Storix, Inc. A recall is necessary to prevent an erroneous ruling from 

working an injustice, and because the decision has manifested exceptional 

circumstances with an absurd result. The recall is also justified by an intervening 

Supreme Court decision in Fourth Estate Public Benefit v. Wall-Street.com 

(“Fourth Estate”), 586 U. S. ____ (2019) that further undermines the basis of the 

Court’s decision by showing it was demonstrably wrong and contradicts the 

purpose of the Copyright Act (U.S.C. 17).  

The Circuit Court provided a theory sua sponte in support of Appellee Storix 

Inc.’s (“Storix”) claim of a copyright ownership transfer. The theory was never 

advanced by Storix, decided by the jury, or argued on appeal. This Court 

determined that Johnson transferred his copyright ownership to Storix by an oral 

assignment that is strictly prohibited by the Copyright Act. By finding that Storix 

was assigned all copyrights without a written agreement, Storix now has complete 

ownership of all of Johnson’s works that it has no means to enforce.  

The panel affirmed the copyright ownership transfer but reversed and 

remanded the award of attorney fees against Johnson for reconsideration, which is 

now pending a second appeal. (Johnson v. Storix, Case No. 18-56106 (2018).) This 
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Court should recall the mandate and reverse the copyright ownership decision to 

put an end to the litigation and prevent further injustice.  

FACTUAL AND PROCEDURAL BACKGROUND 

Appellant Anthony Johnson (“Johnson”) is the author of the subject software 

“SBAdmin”, for which he obtained a copyright registration in 1999. [AR 

VII:1359-1362; AR VIII:1468-1469 at ¶ 13.]1 The copyright registered as 

Registration No. TXu000988741 to Anthony Johnson dba Storix Software. [AR 

VII:1359-1362.] 

In January 2003, Johnson formed Appellee Storix, Inc. to continue selling 

his software under a corporate entity. [AR VII :363-1364.] In March, 2004 

Johnson, prepared and signed the 2003 Annual Report (hereafter “Annual Report”) 

that contained the sentence, “All assets from Storix Software were transferred to 

Storix, Inc., as of its incorporation of February 24, 2003.” [Exhibit A, 

Memorandum of Disposition; Doc. 69; AR II:194; (“Memo”) at p 3.] Until 

September 2011, Johnson was Storix’s sole shareholder, officer and director. [AR 

VII:1371.]  In August 2014, Johnson filed this copyright infringement action 

against Storix. [AR VII:1415.] The circumstances leading to Johnson suing his 

                                                
1  Cites to “AR” are to Appellants’ Excerpts of Record found on this Court’s 
Docket (“Doc.”) No. 23 and reference page & line as “AR Volume:Page#:Line#”. 
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own company for copyright infringement are substantial and compelling, but not 

necessarily relevant to this motion.  

Storix argued throughout the litigation and on appeal that the Annual Report 

alone satisfied the writing requirements of the Copyright Act § 204(a). [AR 

VII:1307:17-18; AR II:120:23-24.] The district court denied Johnson summary 

judgment because there were “conflicting conclusions as to whether Plaintiff 

Johnson transferred his ownership of the copyright[.]” [AR VI:1274:14-16.] The 

jury was instructed that a transfer of copyright ownership is accomplished by a 

signed writing if it “reflects a transfer of assets broad enough to include a 

copyright.” [AR III:339:3-6.] The jury found that Johnson obtained a valid 

copyright registration in 1999 [AR I:1] but “transferred ownership of all pre-

incorporation copyrights … in writing from himself to Storix, Inc.” [AR I:2.] The 

jury further found that Storix “owns the copyright to changes made to the 

SBAdmin software from the time of Storix, Inc.'s incorporation due to Anthony 

Johnson's work for hire as an employee of Storix, Inc.” [AR I:2.]  The district court 

upheld the jury’s verdict by denying Johnson’s motion new trial. [AR II:36-44.] 

The district court granted Storix $555,118.64 in costs and fees against Johnson 

[AR I:3], and denied Johnson’s motion for reconsideration. [AR VII:1443; Dist.Ct. 

Doc. 243.]  
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On December 19, 2017, this Court affirmed the district court’s judgment in 

favor of Storix on its copyright ownership claim, finding sua sponte that the 

Annual Report confirmed a prior oral agreement.” (Memo at pp. 3-4.) The Court, 

however, reversed and remanded for reconsideration the award of attorney’s fees 

against Johnson as unreasonable and excessive. (Memo at pp. 6-8.) On January 22, 

2018, Johnson filed a petition for panel rehearing and rehearing en banc on the 

copyright ownership issue (Doc. 75), which was denied on March 5. (Doc. 76.) 

The Ninth Circuit issued its mandate on March 13, 2018 (Doc. 77). On April 

25, Johnson filed a writ of certiorari with the Supreme Court, asking the court to 

clarify whether a document that is not an agreement and contains no reference to a 

copyright can satisfy the writing requirements of the Copyright Act § 204(a). On 

September 17, 2018 Johnson filed a supplemental brief for writ of certiorari that 

identified Fourth Estate as a related Supreme Court case pending argument. 

Johnson’s writ was denied on October 1, 2018. (Doc. 79.)  

The district court held a telephonic hearing on the mandate and entered the 

Ninth Circuit mandate on April 2, 2018. (Dist.Ct. Doc. 283.) A hearing was held 

on remand of the attorney fee award in August 2018, and the district court entered 

its second amended judgment awarding costs and fees against Johnson for 

$419,192.64. (Dist.Ct. Doc. 300.) Johnson filed notice to appeal the second 
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amended judgment on August 14, 2018. (Dist.Ct. Doc. 304; Johnson v. Storix, 

Case No. 18-56106 (2018).)  

ARGUMENT 

I. THIS COURT HAS CLEAR AUTHORITY TO RECALL A MANDATE 
TO CORRECT ITS OWN ERRORS AND TO PREVENT INJUSTICE 

“We have the power to recall the mandate of a final decision of our court, 

and to do so sua sponte.” Thompson v. Calderon, 120 F.3d 1045 (9th Cir. 1997); 

See Malik v. Brown, 65 F.3d 148, 149 (9th Cir.1995). “While the authority is not 

conferred by statute, id., it exists as part of the court's power to protect the integrity 

of its own processes. Perkins v. Standard Oil, 487 F.2d 672, 674 (9th Cir.1973), 

citing Briggs v. Pennsylvania R.R. Co., 334 U.S. 304, 306, 68 S.Ct. 1039, 1040, 92 

L.Ed. 1403 (1948); [citations]; The authority may be exercised For ‘good cause’ or 

to ‘prevent injustice.’ Aerojet-General at 254; Verrilli v. City of Concord, 557 F.2d 

664, 665 (9th Cir.1977).” Zipfel v. Halliburton Co., 861 F.2d 565, 567-68 (9th 

Cir.1988).  

Importantly, “[R]ecall of a mandate might be justified if a subsequent 

Supreme Court decision ‘showed that (the) original judgment was demonstrably 

wrong.’” American Iron & Steel Institute v. EPA, 560 F.2d 589, 593 (3d Cir. 1977) 

at 594 (emphasis added) (quoting Legate v. Maloney, 348 F.2d 164, 166 (1st Cir. 

1965)). Neither the passage of time nor the conclusion of a case to final judgment, 

deprives this Court of the inherent authority to recall its mandate. See, e.g., 
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American Iron, supra, at 590-91 (granted 21 months after mandate issued); Zipfel, 

supra, at 567 (granted 15 months after mandate issued). 

II. A RECENT SUPREME COURT DECISION SHOWS THE DECISION 
WAS DEMONSTRABLY WRONG AND PRODUCED AN INTENDED 
AND ABSURD RESULT  

A. The Decision to Award Copyright Ownership to Storix Without a 
Written Agreement Rendered the Copyrights Unenforceable 

“Under the copyright law, […] the author is also the owner of copyright 

unless there is a written agreement by which the author assigns the copyright to 

another person or entity.” (U.S. Copyright Office - Definitions.)2 The Copyright 

Office will not record a document that confirms an oral agreement unless the 

document itself is a “written agreement.” (Compendium of U.S. Copyright Office 

Practices Third Edition (“Practices”) § 620.9(B)(1).) “A transfer or other document 

pertaining to a copyright may be recorded, provided that the document is complete 

by its own terms.” 37 CFR § 201.4(c)(2); (Practices § 2309.9); The document must 

meet the requirement that it “Be complete by its own terms.” (U.S. Copyright 

Office Circular 12, “Recordation of Transfers and Other Documents” at p. 3.) 

“Recordation of a document in the Copyright Office gives all persons constructive 

notice …”, “but only if – the document, or material attached to it, specifically 

identifies the work to which it pertains…” Copyright Act § 205(c)(1). As shown 

                                                
2  https://www.copyright.gov/help/faq-definitions.html 
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above and argued by Johnson at every stage of this litigation, an ownership transfer 

requires a clear written agreement not subject to interpretation to satisfy the writing 

requirements of the Copyright Act. Storix possesses no such document. For for all 

the reasons set forth below, Storix now owns an unenforceable copyright.   

B. The Decision in Fourth Estate Ensures that Only a Registered Copyright 
Owner May Enforce Copyrights in Court 

The recent Supreme Court case, Fourth Estate Public Benefit Corporation v. 

Wall-Street.com, LLC, et al. (March 4, 2019) (No. 17-571, “Fourth Estate”) 

clarified the phrase “registration of the copyright claim has been made” as it 

pertains to the registration requirement before bringing a copyright infringement 

action according to § 411(a). There was conflicting decisions across circuits as to 

whether filing a registration was sufficient to institute an action, but the Supreme 

Court has resolved that a copyright owner must now complete the registration 

process before bringing an infringement action in court.  

“[N]o civil action for infringement of the copyright in any United States 

work shall be instituted until preregistration or registration of the copyright claim 

has been made in accordance with this title.” Copyright Act § 411(a).  “To bring an 

infringement action, a plaintiff must first prove they are the legal or beneficial 

owner of the exclusive rights to be enforced.” Copyright Act § 501(b).  
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C. Storix Has No Means to Record the Copyright Transfer And Thus No 
Enforceable Copyrights  

The Ninth Circuit in this case upheld the district court’s decision that 

Johnson implicitly transferred all ownership rights to his software to Storix upon its 

formation based on the words “transferred all assets” in a document, finding that it 

sufficiently “reflect[ed] a transfer of assets broad enough to include a copyright.” 

[AR III:339:3-6.] Storix insisted the document was sufficient to satisfy the 

copyright ownership transfer requirements of the Copyright Act § 204(a) because 

evidence showed that Johnson behaved as though his wholly-owned company was 

the owner of his copyrights, therefore all copyrights must have been transferred to 

Storix.  

The decision of this Court resulted in Storix becoming the first copyright 

owner with no ability to register its copyrights and thus no ability to enforce them 

against potential infringers. Before Fourth Estate, Storix could have simply filed 

for registration (or recordation of a document) to bring an infringement action, 

potentially mitigating damage while waiting several months for the Copyright 

Office to reply. If the Office refused the recordation, Storix could still have 

continued the action in which the Register of Copyrights may have been made a 

party with respect to the registerability, and a court would decide if Storix were the 

beneficial owner. Copyright Act § 411(a), 501(b). The Fourth Estate ruling 

exposes the errors in this Court’s decisions given that now Storix will never have 
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standing to bring an infringement, and thus no court to decide if it is the beneficial 

copyright owner.  

III. PROCEDURAL AND LEGAL ERRORS BY THE COURT WERE 
CONTRARY TO THE COPYRIGHT ACT AND PRESIDING 
AUTHORITIES ON COPYRIGHTS AND CONTRACTS 

A. The Panel Decided an Issue Never Argued By Either Party in the 
District Court or On Appeal 

1. The panel assumed an oral agreement from cases cited by 
Storix even though no such argument was ever made. 

The panel resolved for the first time that the stray words “transferred all 

assets” in the Annual Report memorialized a “prior oral assignment.” (Memo at p. 

3.) Storix never claimed the existence of a prior oral assignment, arguing 

throughout the litigation that the Annual Report itself satisfied the transfer 

requirements of the Copyright Act § 204(a). At summary judgment, Storix argued 

that it was an “undisputed” fact that Johnson transferred a copyright by a “signed 

writing”. [AR VII:1307:17-18]. In opposing Johnson’s motion for new trial, Storix 

argued that “given the undisputed existence of the 2003 Annual Report, Storix was 

not required to offer evidence of any other writing.” [AR II:120:23-24.] In denying 

Johnson’s motions for new trial, the district court agreed, stating, “This writing, if 

accorded its plain meaning, satisfies 17 U.S.C. § 204(a)” [AR II:42:10] and 

“Ultimately the jury concluded that he intended to transfer the copyright in 

SBAdmin to Defendant Storix and that he memorialized that transfer in writing.” 

[ARII:41:27-42:1.] In denying Johnson’s motion for reconsideration, the district 
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court stated, “[T]he Annual Report meant what it said: when Plaintiff Johnson said 

he was transferring ‘all assets,’ he meant ‘all assets,’ including the copyright.” [AR 

I:12.]  

The panel apparently conflated two arguments made by Storix – that a 

writing doesn’t have to include the word “copyright” and the writing need not be 

contemporaneous with the agreement. Since the cases cited to support those 

arguments involved oral agreements, the Court assumed that Storix was the 

argument being advanced. There was no claim or argument of an oral agreement in 

any pleading, at trial, or on appeal until this Court issued its mandate upholding the 

district court’s denial of Johnson’s summary judgment and new trial motions 

because “Section 204(a) can be satisfied by an oral assignment that is later 

confirmed in writing.” (Memo at p. 3.)   

2. The Copyright Act prohibits oral assignments of exclusive 
licenses. 

“Section 204 provides that all transfers of copyright ownership must be in 

writing; section 101 defines transfers of ownership broadly, but expressly removes 

from the scope of section 204 a ‘nonexclusive license.’" Effects Associates, Inc. v. 

Cohen, 908 F.2d 555, 558 (9th Cir. 1990). Copyright “ownership” is not just an 

exclusive license, but all exclusive and irrevocable rights. “Section 204 ensures 

that the creator of a work will not give away his copyright inadvertently[.] … Most 

importantly, section 204 enhances predictability and certainty of copyright 
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ownership — ‘Congress’s paramount goal’ when it revised the Act in 1976.” Id. at 

557. This decision represents the first time since 1976 that a copyright ownership 

transfer was accomplished in the absence of a clear written agreement. 

The Court found that “Section 204(a) can be satisfied by an oral assignment 

that is later confirmed in writing. [citation]; Valente-Kritzer Video v. Pinckney, 881 

F.2d 772, 775 (9th Cir. 1989) (‘If an oral transfer of a copyright license is later 

confirmed in writing, the transfer is valid.’)” (Memo at p. 3.) Valente is particularly 

interesting in that “The district court correctly concluded that § 204(a) rendered the 

entire oral agreement unenforceable.” Id. at 775. The Court failed to realize that 

the writing used to confirm a prior oral agreement must itself satisfy § 204(a). In 

this case, the Annual Report confirmed only that “a transfer of some assets did 

occur”. (Memo at p. 4.)  

B. The Panel Misinterpreted two Cases that Fully Defeated Storix’s 
Arguments as Supporting an Oral Agreement  

1. Jules Jordan Video, Inc. v. 144942 Canada Inc., 617 F.3d 1146 
(9th Cir. 2010)  

Jules is another compelling case that demonstrates the Court’s error in citing 

a case that defeats its own argument as well as Storix’s ownership claim. Jules 

involved an individual (Gasper) who registered his copyrights under the name of 

his wholly-owned company (JJV). The defendants argued that Gasper was a “work 

for hire” for JJV, and therefore lacked standing to sue. The court disagreed, finding 
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that “Only Gasper could have had discussions on behalf of JJV, and he consistently 

testified that he and JJV intended that he be the owner of the copyrights. … A 

simple written note or memorandum of transfer signed by himself on behalf of JJV 

would have been sufficient … and an earlier oral assignment can be confirmed 

later in a writing.” Id. at 1156. “When there is no dispute between the copyright 

owner and transferee, ‘it would be unusual and unwarranted to permit a third-party 

infringer to invoke § 204(a) to avoid suit for copyright infringement.’” Id. at 1157.  

In relying on this case, the Court erred in that, if an oral agreement existed, it 

would defeat Storix’s ownership claim because, in 2003, Storix was the sole owner 

of Storix and thus the agreement could only have been between Johnson and 

himself. As with Gasper, Johnson consistently testified that he was the owner of the 

copyrights, and Storix had no authority to say otherwise.  

2. Magnuson v. Video Yesteryear, 85 F.3d 1424 (9th Cir. 1996) 

The Court cited Magnuson in saying “The purpose of Section 204(a)’s 

writing requirement is to prevent inadvertent transfers and fraudulent claims of 

copyright ownership.” (Memo at p. 2.) But the manner in which the Court applied 

the decision of the case was just the opposite intent of § 204(a). In Magnuson, the 

primary issue was plaintiff’s standing to sue for infringement after he signed a 

“Memorandum of Assignment” confirming an earlier transfer from his former 

long-dissolved company to his new company. Id. at 1428. As in Jules, the court 
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found that “the conveyance is between John Magnuson as CEO of Columbus, and 

John Magnuson as owner of John Magnuson Associates.” Id. at 1429. And, 

referring to Eden Toys, Inc. v. Florelee Undergarment Co., 697 F.2d 27, 36 (2d 

Cir.1982), "[T]he copyright holder appears to have little dispute with its licensee 

on this matter, it would be anomalous to permit a third party infringer to invoke 

this provision against the licensee. Id. Thus, the court held, an oral transfer was 

valid where it was affirmed by a subsequent memorandum of transfer executed by 

the copyright owner." Magnuson at 1428-29; see Barefoot Architect, Inc. v. Bunge, 

632 F.3d 822, 828 (3d Cir. 2011).  

These two cases are strikingly similar to Johnson’s circumstances, since he 

too was the sole owner of Storix for eight years after the alleged copyright transfer 

took place. This Court reached the opposite decision than the courts in Jules and 

Magnuson, not only dismissing the infringement claim against Storix on grounds 

that Johnson had no standing, but actually gave Storix exclusive ownership of 

Johnson’s 15 years of work based on the terms of an oral agreement dictated by the 

infringers who had no interest in Storix until eight years later.  

C. The Court Cited Two More Cases Involving Written Agreements 
When Misapplying Written Contract Principals   

This Court concluded, “Given the foregoing, the jury instructions correctly 

stated that the term ‘all assets’ could include copyright ownership and that the jury 

could use extrinsic evidence to interpret the meaning of the term.” (Memo at p. 6.) 
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The jury was instructed that “The meaning of terms set forth in a note or 

memorandum of transfer may be interpreted and explained by course of dealing or 

usage of trade or by course of performance.” [AR III:339; italic added.] This is not 

true. Extrinsic evidence may only be used to clarify the terms of a written contract 

or agreement. “Course of Dealing and Usage of Trade by Course of Performance” 

is from Uniform Commercial Code § 1-205 (“UCC205”). Course of dealing is 

applicable to a “sequence of previous conduct between parties to a particular 

transaction.” UCC205(1). Usage of trade applies only to a “transaction in question” 

to “supplement the terms of an agreement” (UCC205(2)) in order to construe the 

“express terms of an agreement” UCC205(2) and (4). Finally, course of 

performance “shall be used in interpreting the agreement as to that part of the 

performance.” UCC205(6).  

The Court cited these cases in support of using extrinsic evidence to 

interpret the term “all assets” in the Annual Report: 

“Extrinsic evidence that is offered to interpret the terms of a writing 
are for the jury. Cachil Dehe Band of Wintun Indians of Colusa Indian 
Cmty. v. California, 618 F.3d 1066, 1077 (9th Cir. 2010) (When there 
is “extrinsic evidence supporting competing interpretations of 
ambiguous contract language the court may not use the evidence to 
interpret the contract as a matter of law, but must instead render the 
evidence to the factfinder for evaluation of its credibility”); see Welles 
v. Turner Entm’t Co., 503 F.3d 728, 737 (9th Cir. 2007) (remanding to 
district court because the intention of parties’ copyright transfer was 
ambiguous, “and because the contract’s interpretation may turn on the 
credibility of extrinsic evidence.”)” 
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 (Memo at p. 6; underlines added.) Cachil involved a contract limiting the use of 

licenses and Welles involved a contract involving the right to distribute a home 

video adaptation. Neither involved a transfer of exclusive licenses, much less 

copyright ownership of the original works. The Annual Report is not a contract or 

agreement, didn’t involve a transaction, and there were no parties, terms or 

contractual language to be interpreted. There have been no cases in which a writing 

needed to be interpreted to satisfy the requirements of the Copyright Act § 204(a). 

Even if it were proper to use extrinsic to define the terms of a copyright 

ownership transfer, none of the evidence proffered by Storix refers referred to a 

copyright transfer, only that Johnson used of Storix as a pseudo name (as he did 

“Storix Software, his sole-proprietorship) when he was the sole owner of the 

copyrights and Storix. “A copyright notice consists of … The name of the 

copyright owner, an abbreviation by which the name can be recognized, or a 

generally known alternative designation.” (U.S. Copyright Office Circular 1, 

“Copyright Basics” at p. 6; underline added.)  

Pulling together the arguments advanced by Storix and the added theory of 

this Court, the following logic was necessary to show that Johnson intentionally 

transferred ownership of all his copyrights to Storix:  

Extrinsic evidence need not reference a copyright transfer, but 
may evidence conduct that implies a copyright transfer occurred, 
which may then be used to interpret a term in a document in 
order to confirm that a prior oral agreement was executed that 
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included the transfer of ownership of all copyrights.  

D. The Court Overlooked the Purposes of Implied, Exclusive and Non-
Exclusive Licenses When Deciding That Storix Needed Everything 

“Johnson himself admitted to writing and signing the Annual Report that 

memorialized a transfer of at least some assets to his own wholly-owned company. 

Johnson conceded that a transfer of some assets did occur, including computers, 

desks, supplies, and ‘whatever was necessary to continue doing business as Storix, 

the same thing that I was doing as Storix Software.’” (Memo at p. 4; italics added.) 

Johnson’s consistent and only position on the copyright ownership issue was that 

he had always granted Storix the implied licenses necessary to conduct its business. 

[AR II:256:6-9; AR VII:1350-1354; AR II:246:23-25.] “The leading treatise on 

copyright law states that ‘[a] nonexclusive license may be granted orally, or may 

even be implied from conduct.’" Effects, supra, at 558 (citing 3 M. Nimmer & D. 

Nimmer, Nimmer on Copyright § 10.03[A], at 10-36 (1989).) At no time prior to 

this litigation did Storix require exclusive rights of ownership to conduct its 

business, and never did Storix provide any reason Johnson would give his personal 

copyrights to Storix. 
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IV. THE PANEL FAILED TO ADDRESS A KEY ISSUE RAISED IN THE 
BRIEFS THAT COULD HAVE AVOIDED FURTHER LITIGATION 

The panel did not address the issue of “work for hire” in its decision.3 This 

remains a critical issue because, even if Storix prevailed in its copyright ownership 

claim, Johnson would still own the derivative works he created for the 12 years 

following the transfer. Johnson raised the issue in the Opening Brief (Doc. 25): 

“Work for hire: The work-for-hire conclusion of the jury was most 
likely based on the conclusion that, as Storix owned the original 
copyright, it made sense that Johnson incorporated subsequent 
changes as an employee. [AR II:220.] The stated factors all disfavored 
a work-for-hire determination. [AR VI:1188.]”.  [AB at 37.] 
 
Storix also raised this as a question for review in its Answering Brief, “(6) 

Whether the judgment should be affirmed based on the jury’s finding of work for 

hire?” (Doc. 48 at p. 3.) The jury determined that Johnson was a work for hire 

based on a jury instruction containing various factors used to differentiate between 

an employee and a contractor. [AR III:492-494.]; See Copyright Act § 201. While 

such factors may define an employee under the work for hire doctrine for copyright 

ownership purposes, the Supreme Court has determined an overriding factor 

ignored in this case. “In determining whether a hired party is an employee under 

                                                
3 Johnson did not include this as a specific question for panel review, but one 

critical to the issue of copyright ownership. Storix raised and fully argued the 
work-for-hire issue in its Answer, and Johnson in his Reply. A party does not 
waive an argument if they are not separate claims, but “separate arguments in 
support of a single claim.” Yee v. City of Escondido, 503 U.S. 519, 534-35 (1992).  
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the general common law of agency, we consider the hiring party's right to control 

the manner and means by which the product is accomplished”. Community for 

Creative Non-Violence v. Reid, 490 U.S. 730, 751, 109 S. Ct. 2166, (1989) 

(emphasis added).  Johnson clearly was not hired, didn’t work for anyone, and 

exercised personal control over the work at all times.  

There is no precedent for a sole owner of a company being designated as an 

employee for the purposes of the work for hire doctrine under § 201, nor any cases 

to the contrary, because the notion of a company exercising control over its sole 

owner is simply nonsensical. Storix is apparently the only party top have ever 

raised this defense. The district court clearly should have made this decision at 

summary judgment. This Court failed to address the issue and the Ninth Circuit 

declined to hear the issue when Johnson raised it again in a petition for rehearing 

or rehearing en banc. (Doc. 75.) The failure to address this issue allowed Johnson’s 

former employees (Storix’s new shareholder/managers) to force Johnson out of the 

company in order to enjoy all of the benefits of Johnson’s life’s work (now for five 

years) while depriving Johnson any income from his own company or his own 

software. Allowing Johnson to be designated a work for hire was untenable given 

that a different decision on this independent issue alone would have forced the 

parties to cooperate.  
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CONCLUSION 

Even if proper for this Court to apply sua sponte an argument never raised or 

argued by the parties, the Court improperly applied or ignored clear statues and 

case law, and failed apply the doctrine of stare decisis when reaching decisions 

contrary to presiding cases involving similar facts and circumstances. These errors 

were exceptional and unprecedented, and resulted in demonstrably wrong 

decisions and extraordinary injustice.  

Good cause exists for this Court to recall the mandate and reverse the entire 

judgment, finding in favor of Johnson on summary judgment or judgment on all 

issues, and rendering moot the appeal of the attorney’s fee award in Ninth Circuit 

Case No. 18-56106.  

 

Dated:  March 11, 2019   Respectfully submitted, 

By:    s/Anthony Johnson                    _ 
Anthony Johnson 
Pro Se Appellant 
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UNITED STATES COURT OF APPEALS

 FOR THE NINTH CIRCUIT 

ANTHONY J. JOHNSON,

Plaintiff-counter-
defendant-Appellant,

 v.

STORIX, INC., a California Corporation,

Defendant-counter-claimant-
Appellee.

No. 16-55439

D.C. No. 
3:14-cv-01873-H-BLM

MEMORANDUM*

Appeal from the United States District Court
for the Southern District of California

Marilyn L. Huff, District Judge, Presiding

Submitted December 5, 2017**  

Pasadena, California

Before:  D.W. NELSON and REINHARDT, Circuit Judges, and STEEH,***

District Judge.   

FILED
DEC 19 2017

MOLLY C. DWYER, CLERK
U.S. COURT OF APPEALS

 * This disposition is not appropriate for publication and is not precedent
except as provided by Ninth Circuit Rule 36-3.

 * * The panel unanimously concludes this case is suitable for decision
without oral argument.  See Fed. R. App. P. 34(a)(2).

 * * * The Honorable George Caram Steeh III, United States District Judge
for the Eastern District of Michigan, sitting by designation.
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Anthony Johnson (“Johnson”) appeals the judgment in favor of Storix, Inc.

(“Storix”) after a 5-day jury trial in his copyright infringement action, denial of his

summary judgment motion, denial of his motion for a new trial, and award of

attorney’s fees to Storix.  We review a denial of summary judgment de novo. 

Perfect 10, Inc. v. CCBill L.L.C., 488 F.3d 1102, 1109 (9th Cir. 2007).  For a

summary judgment ruling to be appealable after a full trial on the merits, the denial

must involve an “error of law that, if not made, would have required the district

court to grant the motion.”  FBT Productions, LLC v. Aftermath Records, 621 F.3d

958, 963 (9th Cir. 2010).  In reviewing a denial of a motion for a new trial, we

review interpretations of the Copyright Act de novo.  See Perfect 10, Inc., 488 F.3d

at 1109.  We review jury instructions de novo for statements of law and under an

abuse of discretion standard with respect to their formulation.  SEIU v. Nat’l Union

of Healthcare Workers, 718 F.3d 1036, 1047 (9th Cir. 2013).  We also “review a

district court’s decision to grant or deny attorney’s fees under the Copyright Act

for abuse of discretion.”  Perfect 10, Inc., 488 F.3d at 1109.  We AFFIRM in part,

REVERSE in part, and REMAND. 

 On March 15, 2004, Johnson signed a 2003 Annual Report (“Annual

Report”) he personally drafted that memorialized the transfer of “all assets” to

2
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Storix.  The Annual Report stated: “All assets from Storix Software were

transferred to Storix Inc., as of its incorporation as of February 24, 2003.” 

 Johnson argues that the district court erred in denying his motion for

summary judgment and motion for a new trial because the Annual Report does not

satisfy Section 204(a) of the Copyright Act as a matter of law.  The Copyright Act

provides that “a transfer of copyright ownership, other than by operation of law, is

not valid unless an instrument of conveyance, or a note or memorandum of the

transfer is in writing and signed by the owner of the rights conveyed.”  17 U.S.C. §

204(a).  Section 204(a) can be satisfied by an oral assignment that is later

confirmed in writing.  Jules Jordan Video, Inc. v. 144942 Canada Inc., 617 F.3d

1146, 1156 (9th Cir. 2010); Valente-Kritzer Video v. Pinckney, 881 F.2d 772, 775

(9th Cir. 1989) (“If an oral transfer of a copyright license is later confirmed in

writing, the transfer is valid.”).

The writing does not require any  “magic words . . . Rather, the parties’

intent as evidenced by the writing must demonstrate a transfer of the copyright.” 

Radio Television Espanola S.A. v. New World Entm’t, Ltd., 183 F.3d 922, 927 (9th

Cir. 1999) (citing Melville B. Nimmer & David Nimmer, Nimmer on Copyright, §

10.03[A][2] at 10-37 [“As with all matters of contract law, the essence of the

inquiry here is to effectuate the intent of the parties.”]).  As such, the writing does

3
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not “have to be the Magna Carta; a one-line pro forma statement will do.”  Id.

(citations omitted); see also SCO Grp., Inc. v. Novell, Inc., 578 F.3d 1201, 1212

(10th Cir. 2009) (“Section 204(a), by its terms, imposes only the requirement that a

copyright transfer be in writing and signed by the parties from whom the copyright

is transferred; it does not on its face impose any heightened burden of clarity or

particularity.”).

The Annual Report qualified as a “note or memorandum” that was signed by

Johnson and memorialized a transfer of assets.  See 18 U.S.C. § 204(a).  Contrary

to Johnson’s assertions, the form of a signature and contemporaneity of the writing

are not dispositive.  First, Section 204(a) does not necessitate the form of the

signature to be in the transferor’s personal capacity.  The purpose of Section

204(a)’s writing requirement is to prevent inadvertent transfers and fraudulent

claims of copyright ownership.  Magnuson v. Video Yesteryear, 85 F.3d 1424,

1428-29 (9th Cir. 1996).  That concern is virtually absent when Johnson himself

admitted to writing and signing the Annual Report that memorialized a transfer of

at least some assets to his own wholly-owned company.  Johnson conceded that a

transfer of some assets did occur, including computers, desks, supplies, and

“whatever was necessary to continue doing business as Storix, the same thing that I

was doing as Storix Software.”  

4
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Similarly, Konigsberg Intern. Inc. v. Rice, 16 F.3d 355 (9th Cir. 1994) does

not require a contemporaneous writing under these facts.  Magnuson, 85 F.3d at

1429 n.1 (stating that the issue in Konigsberg was tardiness, not

contemporaneousness, and “to the extent that some language in Konigsberg might

be interpreted as requiring a contemporaneous writing even under the facts of this

case, it is clearly dicta.”); see also Barefoot Architect, Inc. v. Bunge, 632 F.3d 822,

828 (3d Cir. 2011) (“[T]ext of the statute . . . clearly allows for a subsequent

writing to effectuate an earlier oral transfer, it does not specify a time period during

which the writing must be consummated.”).  Unlike the writing in Konigsberg, the

Annual Report provided a “reference point” to the exact date of the transfer.  See

id. (noting that the problem in Konigsberg was that “it was ‘not the type of writing

contemplated by [S]ection 204’” because it did not provide a “reference point for

the parties’ [] disputes”).

Johnson also argues that his motion for a new trial should have been granted

because the interpretation of Section 204(a) was not an issue for the jury.  But for

Johnson’s assertion that the term “all assets” did not include the copyright to SBA,

the Annual Report satisfied Section 204(a)’s writing requirement.  Both parties

offered extrinsic evidence to prove the meaning of “all assets.”  See 2 Patry on

Copyright § 5:111 (“After-the-fact writings should serve . . . as a reference point, a

5
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springboard from whence the parties’ actual intent may be verified . . . Extrinsic

evidence of the parties’ intent may play an important role.”).  Extrinsic evidence

that is offered to interpret the terms of a writing are for the jury.  Cachil Dehe Band

of Wintun Indians of Colusa Indian Cmty. v. California, 618 F.3d 1066, 1077 (9th

Cir. 2010) (When there is “extrinsic evidence supporting competing interpretations

of ambiguous contract language the court may not use the evidence to interpret the

contract as a matter of law, but must instead render the evidence to the factfinder

for evaluation of its credibility”); see Welles v. Turner Entm’t Co., 503 F.3d 728,

737 (9th Cir. 2007) (remanding to district court because the intention of parties’

copyright transfer was ambiguous, “and because the contract’s interpretation may

turn on the credibility of extrinsic evidence.”).  Thus, the jury was properly tasked

with interpreting the term at issue. 

Given the foregoing, the jury instructions correctly stated that the term “all

assets” could include copyright ownership and that the jury could use extrinsic

evidence to interpret the meaning of the term.  Therefore, the district court did not

err in denying Johnson’s motion for a new trial on the basis that the jury

instructions were an incorrect statement of law. 

The district court did not abuse its discretion in awarding fees to Storix

because it gave “‘substantial weight’ to the objective reasonableness of [Johnson’s]

6
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position but did not rely exclusively on it, and thus the Supreme Court’s recent

decision in Kirtsaeng v. John Wiley & Sons, Inc. does not require a different

result.”  Choyce v. SF Bay Area Indep. Media Ctr., 669 F.App’x 863, 865 (9th Cir.

2016).  The district court properly relied on other factors that outweighed its

findings that Johnson’s claims were not objectively unreasonable or frivolous:

Johnson’s motivation, the degree of Defendant Storix’s success, and the need to

advance considerations of compensation and deterrence.  See Omega S.A. v. Costco

Wholesale Com., 776 F.3d 692, 695-96 (9th Cir. 2015). 

While the district court did not abuse its discretion in choosing to award fees

to Storix, we find that the amount of the award was unreasonable.  “Even though a

district court has discretion to choose how it calculates fees, we have said many

times that it abuses that discretion when it uses a mechanical or formulaic approach

that results in an unreasonable reward.”  In re Bluetooth Headset Prod. Liab. Litig.,

654 F.3d 935, 944 (9th Cir. 2011) (citations and quotations omitted); see also Fox

v. Vice, 563 U.S. 826, 839 (2011) (“The essential goal in shifting fees … is to do

rough justice, not to achieve auditing perfection.”).  Because Johnson’s claims

were neither unreasonable nor frivolous, the amount of $543,704 was excessive. 

See Kirtsaeng v. John Wiley & Sons, Inc., 136 S.Ct. 1979, 1988 (2016) (holding

that courts must give substantial weight to the objective reasonableness of losing

7
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party’s position when awarding fees).  Further, Johnson, who is now pro se, is an

individual plaintiff, rather than another company.  See Lieb v. Topstone Indus.,

Inc., 788 F.2d 151, 156 (3d Cir. 1986) (“The relative financial strength of the

parties is a valid consideration” in determining “what amount is reasonable”). 

“While we do not pass judgment on what the award should be, § 505 demands that

it be reasonable.”  Woodhaven Homes & Realty, Inc. v. Hotz, 396 F.3d 822, 824

(7th Cir. 2005) (quotations omitted); see also Yellow Pages Photos, Inc. v.

Ziplocal, LP, 846 F.3d 1159, 1165 (11th Cir. 2017) (“At the end of the day, the

substantive reasonableness of the amount awarded is the touchstone of our

evaluation of a district court’s award of fees and costs.”).  We therefore reverse the

fee award and remand to the district court to reconsider the amount. 

AFFIRMED in part, REVERSED in part, and REMANDED.   Each

party shall bear its own costs.

8
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