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SUPPLEMENTAL BRIEF OF PETITIONER 

This supplemental brief calls the Court’s 
attention to new decisions and developments not 
readily available to Petitioner at the time of filing of 
the Petition for Writ of Certiorari on April 24, 2018. 
Such cases further demonstrate the split within and 
between circuits as to the writing requirements of 
17 U.S.C. (“Copyright Act”) § 204(a).  

ARGUMENT 
I. New Decisions Show an Increasing Need to 

Clarify the Writing Requirements for Copyright 
Transfers 
1) Oliver v. Johanson, No. 5:17-CV-5129  

(W.D. Ark. June 29, 2018) 
It’s worth noting that the unique background 

and circumstances in Oliver are shockingly similar 
to those of Johnson’s case, yet the district court 
reached an opposite conclusion regarding the 
copyright ownership transfer than the Ninth 
Circuit in the present case. Like Oliver, Johnson 
was also (1) the sole owner of a company whereat he 
developed the subject matter software, (2) entered 
into a partnership with new owners to market and 
sell the software, (3) left the company due to 
frustration over the development of the software, 
(4) later demanded to return to the “team”, (5) 
asserted that he was the sole owner of the software, 
and (6) noted he had “no choice but to begin 
litigation to vindicate his ownership interests in the 
copyright.” 

As in the present case, the Oliver defendant’s 
contended they were entitled to summary judgment 
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and a declaration of ownership of software on 
several grounds, but the court found that “none of 
these reasons presently justify judgment in favor of 
DB Squared.” Most notably, the court cited the 
Copyright Act § 204(a) in concluding that “Because 
of this requirement, courts have long held that ‘[t]o 
transfer ownership of a copyright, the parties must 
state in writing that they intend to transfer a 
copyright.’ Saxon v. Blann, 968 F.2d 676, 680 (8th 
Cir. 1992).” The decision in the present case would 
have been different if it had it been heard in the 
Eighth District.  

2) Stern v. Lavender, No. 16 Civ. 9886 (PAE)  
(S.D.N.Y. July 20, 2018) 
The Stern court decided there was no 

ownership transfer, not for lack of a writing, but 
because “The course of dealing between Stern and 
Condé Nast” was “powerful circumstantial evidence 
... that Stern would retain the copyright interests in 
the photographs.” In footnote 17 attached to this 
paragraph, the Stern court notes that “a formal, 
written contract would not have been necessary to 
establish a post-creation transfer. A valid transfer 
of copyright does not require a particular form of 
document, or the use of the word ‘copyright,’ where 
there is other clear evidence of the parties' 
intentions.” (citations omitted.) The Ninth Circuit 
in the present case reached the same conclusion in 
finding that a writing need not demonstrate the 
copyright owner’s intent to transfer ownership if 
extrinsic evidence exists demonstrating such intent.  

The second question presented in Johnson’s 
petition asks the Court to clarify what extrinsic 
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evidence is appropriate in interpreting the terms of 
a transfer agreement. Course of dealing has been 
used to interpret terms of an “implied license”, but 
Johnson is aware of no authority, and none are 
cited in Stern, where “course of dealing” was used to 
determine copyright ownership. 

3) Creazioni Artistiche Musicali, SRL, v. Carlin 
America, Inc., No. 17-266-cv  
(2d Cir. Aug. 23, 2018)  
In Creazioni, the Second Circuit contradicts 

the Ninth Circuit in this case and other circuit 
court decisions that require less than a clear 
written expression of intent to transfer all 
ownership in copyrights. 

The district court determined the choice-of-
law to be Italian law in determining the intended 
scope of the author’s copyright transfer. The Second 
Circuit noted that “the result is the same” since 
“[b]oth Italian and American law require a clear 
expression of intent for an author to transfer full 
ownership of copyrights in his or her works.”  

The Second Circuit affirmed the district 
court’s decision to dismiss the plaintiff’s 
infringement action due to lack of standing because 
“the 1966 Agreement lacks the clear expression of 
intent necessary to transfer full ownership [to 
plaintiff], which necessarily includes the right to 
create and exploit derivative works.” The court cited 
P.C. Films Corp. v. MGM/UA Home Video Inc., 138 
F.3d 453, 456 (2d Cir. 1998) (“a transfer of anything 
less than the totality of rights commanded by 
copyright was automatically a license rather than 
an assignment of the copyright.”), and Warner Bros. 
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Pictures, Inc. v. Columbia Broadcasting Sys., 216 
F.2d 945 (9th Cir. 1954) (“The clearest language is 
necessary to divest the author of the fruits of his 
labor.”) (internal quotation marks omitted.) 

4) Empire Medical Review Services, Inc. v. 
CompuClaim, Inc., No. 13-CV-1283  
(E.D. Wis. June 26, 2018) 
The Empire court specifically addressed 

several issues in Johnson’s petition for certiorari. 
The primary issue resolved on summary judgment 
was whether a “License Agreement” between the 
parties contained language sufficient to transfer 
ownership of software source code to defendant.  

The first question presented in Johnson’s 
petition asks whether the word “copyright” is 
necessary in a writing used to transfer copyright 
ownership. Johnson signed a document containing 
the term “all assets”, which the Ninth Circuit found 
sufficient to satisfy the § 204(a)’s transfer 
requirements. Pet. at p. 4. “‘But for Johnson’s 
assertion that the term ‘all assets’ did not include 
the copyright to SBA, the Annual Report satisfied 
Section 204(a)’s writing requirement.’ App. p. 5a.” 
Pet. at p. 6. The Empire court appeared to agree 
with the Ninth Circuit, citing a Seventh Circuit 
case that addressed the use of those very words, 
noting “There is some flexibility as to the specificity 
required in the written transfer. See, e.g., ITOFCA, 
Inc. v. Mega Trans Logistics, Inc., 322 F.3d 928, 931 
(7th Cir. 2003) (rejecting argument that writing 
must refer to ‘copyright’ and concluding that ‘all 
assets’ covers copyright; see also, generally, 3 
Nimmer on Copyright § 10.03[A][2] (2018).” 
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(underline added.) But the Empire court disposed of 
the issue because the License Agreement 
specifically addressed the “website source code” that 
was the subject of the infringement claim.  

Johnson’s petition asks the Court to resolve 
the level of “clarity” required to satisfy the 
requirements of § 204(a). Pet. at p. 5-6. The Empire 
court ultimately rejected the defendant’s ownership 
claim because “At best the provision is silent as to 
add-ons created by Empire or third-parties. Such 
silence cannot constitute the clarity required for a 
transfer under § 204(a). ... The court concludes as a 
matter of law that this provision did not transfer 
Empire's copyright in the CMWebSite source code 
to CompuClaim.” (citations omitted.) In the present 
case, the Ninth Circuit found it sufficient that the 
writing “memorialized a transfer of at least some 
assets” (App. at p. 4a), although the writing was 
entirely silent as to what those assets were.  
II. The Court Recently Granted Certiorari on a 

Matter Affected by the Question Presented  
The Petition for Certiorari, Fourth Estate 

Public Benefit Corporation v. Wall-Street.com, LLC, 
et al. (No. 17-571, “Fourth Estate”) questions the 
interpretation of the phrase “registration of the 
copyright claim has been made” in the Copyright 
Act § 411(a) as it pertains to the registration 
requirement before bringing a copyright 
infringement action. Johnson’s petition involves a 
split between circuit courts as to what constitutes a 
“writing” that satisfies the § 204(a)’s ownership 
transfer requirements. As the present case 
illustrates, certain interpretations can lead to 
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absurd circumstances, and a decision in Fourth 
Estate may exacerbate the problem if certiorari is 
not granted in this case.  

The Ninth Circuit upheld the district court 
decision that a document that contained no 
reference to a copyright or an agreement was 
nevertheless a writing which confirmed a prior “oral 
agreement” to transfer copyright ownership. Pet. at 
4. However, the Copyright Office will not record a 
document that confirms an oral agreement unless 
the document itself is a “written agreement.” 
Compendium of U.S. Copyright Office Practices 
Third Edition (“Prac.”) § 620.9(B)(1). “A transfer or 
other document pertaining to a copyright may be 
recorded, provided that the document is complete 
by its own terms.” 37 CFR § 201.4(c)(2); Prac. § 
2309.9; The document must meet the requirement 
that it “Be complete by its own terms.” U.S. 
Copyright Office Circular (“Circ.”) 12 at p. 3. 
“Recordation of a document in the Copyright Office 
gives all persons constructive notice …”, “but only if 
– the document, or material attached to it, 
specifically identifies the work to which it 
pertains…” Copyright Act § 205(c)(1). Because the 
Copyright Office will not record the document that 
purportedly transfers ownership of Johnson’s 
copyright to Storix, Storix effectively owns a 
copyright for which it has no standing to sue for 
infringement.  

Unless certiorari is granted in this case, the 
decision in Fourth Estate could intensify the 
problem by allowing companies, such as Storix, who 
achieve a copyright transfer without a recordable 
document, to institute an infringement action after 
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delivering an application to register a derivative 
work to the Copyright Office. A registration of a 
derivative work must reference the preexisting 
copyright. Prac. § 311.2. Because the preexisting 
work remains registered in the name of the original 
owner, and the derivative work is registered in the 
name of a different owner, the lack of a recorded 
ownership transfer document leaves a broken chain 
of title to the entire work. “To bring an 
infringement action, a plaintiff must first prove 
they are the legal or beneficial owner of the 
exclusive rights to be enforced.” Copyright Act § 
501(b). “The copyright in a derivative work covers 
only the additions, changes, or other new material 
appearing for the first time in the work.” Circ. 14 at 
p. 2). Under these circumstances, a plaintiff may 
only be able to sue for infringement of the added 
material. This would necessitate a complex analysis 
of what original copyrightable material resides in 
the derivative work.   

Should the Court decide in Fourth Estate to 
allow infringement actions to proceed before 
constructive notice of the chain of title to derivative 
works is made by the Copyright Office, months of 
litigation may be imposed on an alleged infringer 
before the published registration reveals that the 
plaintiff had no standing to sue in the first place.1  
                                            
1 An infringement action may be instituted after the Office 
refuses registration, whereat the Register of Copyrights often 
becomes a party “with respect to the issue of registerability.” 
Copyright Act § 411(a). However, no cases can be found 
wherein a plaintiff won its claim of infringement after the 
copyright was refused.  
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To avoid the negative consequences of a 
decision in Fourth Estate, the Court should grant 
certiorari in this case to ensure that any transfer 
document which purportedly satisfies the writing 
requirements of the Copyright Act § 204(a) is 
compatible with the registration and recordation 
policies of the U.S. Copyright Office.  

 
CONCLUSION 

Based on the foregoing, the petition for writ 
of certiorari should be granted.  

 
Dated: September 17, 2018  

Respectfully Submitted, 

Anthony Johnson 
Pro Se Petitioner 
1728 Griffith Avenue 
Las Vegas, NV 89104 
(619) 246-6549 
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